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A case regarding the standards for patentable subject matter under Section 101 of the U.S. Patent
Laws, clarifying the Federal Circuit’s In re Bilski decision

Inre Ferguson,  F.3d __, No. 2007-1232 (Fed. Cir. Mar. 6, 2009)

In In re Ferguson, on March 6, 2009, the Federal Circuit issued another opinion concerning patentable
subject matter under 35 U.S.C. § 101. The technology at issue in this case was a marketing paradigm
for bringing products to market. The Federal Circuit (Judges Mayer and Gajarsa with Judge Newman
concurring in the judgment) affirmed the Board of Patent Appeals and Interference's final decision
sustaining the examiner's rejection of all 68 claims of the Ferguson patent application, which included
method claims and “paradigm” claims.

First, as to the method claims, the Federal Circuit found that they at least nominally fell into the
category of process claims, but ruled that these claims were not tied to any particular machine or
apparatus and did not transform any article into a different state or thing, as require under In re Bilski.
The court rejected the argument that the method claims satisfied this test because they were tied to the
use of a shared marketing force, finding that a marketing force is not a machine or apparatus as defined
in its In re Nuijten decision. Although the Ferguson application’s method claims were directed to
organizing business or legal relationships in the structuring of a sales force (or marketing company), the
Federal Circuit held that such “[p]Jurported transformations or manipulations . . . cannot meet the test
because they are not physical objects or substances, and they are not representative of physical objects
or substances.”

Next, the Federal Circuit clarified its recent decision in In re Bilski, noting that it held in Bilski that the
“useful, concrete, and tangible result” test is not valid.

Finally, regarding the paradigm claims, the court stated that it was unnecessary to determine the
particular class of statutory subject matter into which Ferguson’s paradigm claims fell; these claims did
not satisfy any of the categories. The applicants had characterized a company as “a physical thing” and
claimed it therefore was “analogous to a machine,” but the Federal Circuit rejected this argument
because the paradigm claims did not recite “a concrete thing, consisting of parts, or of certain devices
and combination of devices.” Rather, they did no more than provide an abstract idea—a business
model for an intangible marketing company—and were thus unpatentable.

A copy of the opinion may be found at http://www.cafc.uscourts.gov/opinions/07-1232.pdf.
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A case further defining the requirements for co-inventorship in the United States
Nartron Corp. v. Schukra U.S.A., Inc., __ F.3d __, No. 2008-1363 (Fed. Cir. Mar. 5, 2009)

On March 5, 2009, the Federal Circuit reversed a District Court’s conclusion on summary judgment
that the plaintiff had not joined a necessary party to the complaint. The District Court had dismissed
the case because one of the parties, Mr. Joseph Benson, had not been “joined” in the litigation as a co-
inventor to the patent at issue in the case. In reversing the district court’s decision, the Federal Circuit
concluded that Benson’s contribution to the patent application had been too insignificant to sustain him
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as a co-inventor and, therefore, there was no need to “join” Benson in the case and the case could
proceed in the District Court.

Schukra contracted with Nartron to design a control system for car seat massages. Benson, a Schukra
employee, provided the Nartron project team the idea of an “extender for a lumbar support adjustor”
that eventually found its way into a third-level dependent claim in U.S. Patent 6,049,748. However,
Benson was not listed as an inventor on the patent.

The Federal Circuit held that Benson’s contribution to claim 11 was insignificant to establish him as a
co-inventor to the patent application. First, Benson’s idea of the extender for a lumbar support adjustor
was insignificant when measured against the full dimension of the invention of claim 11, because it was
both in the prior art and a part of existing car seats. In other words, the Federal Circuit found that
Benson’s suggestion was merely an exercise of ordinary skill in the art. Second, the focus of the *748
patent was not so much on the structure of the seat with Benson's extender, but on the control module to
operate the seat.

Finally, Benson was not entitled to co-inventorship because he did not contribute any ideas to the
claims from which claim 11 depended. Dependent claim 11 included all features of claims 1, 5, and 6
and Benson did not contribute to any features of these claims. The Federal Circuit concluded that
Benson was not entitled to co-inventorship simply by contributing an idea expressed in dependent
claim 11 without any contribution to any of claims 1, 5, or 6.

In summary, it is important to evaluate the project team members’ respective contributions on a claim-
by-claim basis because not every project team member is necessarily an inventor. Those who merely

suggest obvious applications for the team’s inventions may not be entitled to co-inventorship status in
the patent application.

The opinion may be obtained at http://www.cafc.uscourts.gov/opinions/08-1363.pdf.
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For more information on the issues discussed in this Update, please contact any of the following
Morgan Lewis attorneys:

Morgan Lewis Beijing

Yalei Sun 650.843.7558 (in Palo Alto, CA) ysun@morganlewis.com
Lijie Liu 8610 5876 3669 Iliu@morganlewis.com
Washington, D.C.

Robert Gaybrick 202.739.5501 rgaybrick@morganlewis.com
Robert Bushy 202.739.5970 rbusby@morganlewis.com

About Morgan Lewis’s Intellectual Property Practice

Morgan Lewis’s Intellectual Property Practice consists of more than 190 intellectual property
professionals. We represent and advise clients concerning all aspects of intellectual property: patents,
trademarks, and copyrights; intellectual property litigation; intellectual property licensing; intellectual
property enforcement programs; trade secret protection; related matters involving franchises, the
Internet, advertising, and unfair competition; outsourcing and managed services; and the full range of
intellectual property issues that arise in business transactions.

About Morgan, Lewis & Bockius LLp

Morgan Lewis is an international law firm with more than 1,400 lawyers in 22 offices located in
Beijing, Boston, Brussels, Chicago, Dallas, Frankfurt, Harrisburg, Houston, Irvine, London, Los
Angeles, Miami, Minneapolis, New York, Palo Alto, Paris, Philadelphia, Pittsburgh, Princeton, San
Francisco, Tokyo, and Washington, D.C. For more information about Morgan Lewis, please visit
Www.morganlewis.com.

This Newsletter is provided as a general informational service to clients and friends of Morgan, Lewis & Bockius LLP. It should not be construed as, and does not constitute, legal advice on any
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