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USPTO Updates Examination Guidelines for Determination of Obviousness

September 8, 2010

The U.S. Patent and Trademark Office (USPTO) has issued an update to its obviousness guidelines for 
examiners, to be used when applying the law of obviousness under 35 U.S.C. § 103 (the Guidelines).

The U.S. Supreme Court decision in KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007), placed a 
renewed emphasis on the factual inquiries of Graham v. John Deere, 383 U.S. 1 (1966), and rejected the 
application of a strict prior teaching-suggestion-motivation test (the TSM test) in determining 
obviousness under 35 U.S.C. § 103. The recently updated Guidelines recognize that this renewed 
emphasis on the principles of Graham and the abrogation of the strict TSM test have clearly impacted 
the examination of patent applications, but the Guidelines also suggest that the obviousness inquiry has 
remained the same, to a significant extent, since the KSR decision.

The Guidelines review case law developments on a number of issues that arise when the examiners 
consider the obviousness of an invention. In particular, the Guidelines review Federal Circuit cases on 
combining prior art elements, substituting one known element for another, establishing the obvious-to-
try rationale, and considering evidence submitted by applicants. The Guidelines also offer a summary 
table for each cited case, available in the Federal Register at
http://edocket.access.gpo.gov/2010/pdf/2010-21646.pdf.

While the Guidelines do not have the force of law, they will be used by examiners in conjunction with 
the Manual of Patent Examining Procedure in determining whether or not a claimed invention is 
obvious.

For practitioners, the USPTO notes in the Guidelines that familiar approaches used to demonstrate 
nonobviousness still apply, including teaching away from the claimed invention by the prior art, lack of 
a reasonable expectation of success, and unexpected results.

If you have any questions or would like more information on any of the issues discussed in this 
LawFlash, please contact any of the following Morgan Lewis attorneys:

Houston
C. Erik Hawes 713.890.5165 ehawes@morganlewis.com
Paul E. Krieger 713.890.5160 pkrieger@morganlewis.com

Palo Alto
Robert B. Beyers 650.843.7528 rbeyers@morganlewis.com
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Dion M. Bregman 650.843.7519 dbregman@morganlewis.com
Douglas J. Crisman 650.843.7508 dcrisman@morganlewis.com
Andrew J. Gray 650.843.7575 agray@morganlewis.com
Michael J. Lyons 650.843.7507 mlyons@morganlewis.com
Gary S. Williams 650.843.7501 gwilliams@morganlewis.com

Philadelphia
Louis W. Beardell 215.963.5067 lbeardell@morganlewis.com
Kenneth J. Davis 215.963.5392 kdavis@morganlewis.com
Christopher I. Halliday 215.963.5337 challiday@morganlewis.com

San Francisco
Victor E. Johnson 415.442.1124 victor.johnson@morganlewis.com
Jeffry S. Mann 415.442.1119 jmann@morganlewis.com
Robin M. Silva 415.442.1379 rsilva@morganlewis.com

Washington, D.C.
Robert W. Busby 202.739.5970 rbusby@morganlewis.com
Robert Gaybrick 202.739.5501 rgaybrick@morganlewis.com
W. Jack Matney 202.739.5759 jmatney@morganlewis.com
Collin W. Park 202.739.5516 cpark@morganlewis.com
Robert Smyth 202.739.5139 rsmyth@morganlewis.com
John D. Zele 202.739.5418 jzele@morganlewis.com

About Morgan Lewis’s Intellectual Property Practice
Morgan Lewis’s Intellectual Property Practice consists of more than 150 intellectual property 
professionals. We represent and advise clients concerning all aspects of intellectual property: patents, 
trademarks, and copyrights; intellectual property litigation; intellectual property licensing; intellectual 
property enforcement programs; trade secret protection; related matters involving franchises, the 
Internet, advertising, and unfair competition; outsourcing and managed services; and the full range of 
intellectual property issues that arise in business transactions.

About Morgan, Lewis & Bockius LLP

With 23 offices in the United States, Europe, and Asia, Morgan Lewis provides comprehensive 
transactional, litigation, labor and employment, regulatory, and intellectual property legal services to 
clients of all sizes—from global Fortune 100 companies to just-conceived startups—across all major 
industries. Our international team of attorneys, patent agents, employee benefits advisors, regulatory 
scientists, and other specialists—nearly 3,000 professionals total—serves clients from locations in 
Beijing, Boston, Brussels, Chicago, Dallas, Frankfurt, Harrisburg, Houston, Irvine, London, Los 
Angeles, Miami, Minneapolis, New York, Palo Alto, Paris, Philadelphia, Pittsburgh, Princeton, San 
Francisco, Tokyo, Washington, D.C., and Wilmington. For more information about Morgan Lewis or its 
practices, please visit us online at www.morganlewis.com.

This LawFlash is provided as a general informational service to clients and friends of Morgan, Lewis & Bockius LLP. It should not be construed as, and does not constitute, legal advice on any 
specific matter, nor does this message create an attorney-client relationship. These materials may be considered Attorney Advertising in some states. 

Please note that the prior results discussed in the material do not guarantee similar outcomes.
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