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Fast-Track Examination of Patent Applications under the New 
PCT-Patent Prosecution Highway Pilot Program

February 2, 2010

Patent applicants can now take advantage of a new procedure that has the potential to greatly reduce the 
amount of time required by the U.S. Patent and Trademark Office (USPTO), the European Patent Office 
(EPO), or the Japan Patent Office (JPO) to issue a patent on an application. Because of the backlog of 
pending patent applications, examination of an application is sometimes greatly delayed, in many cases 
not occurring until 25 months or more after the date of filing. Under existing Patent Prosecution 
Highway (PPH) programs, the USPTO, EPO, and JPO have agreed to share work performed by the 
offices with the goal of reducing backlogs, eliminating redundant work, and generally examining 
applications more efficiently.

Current PPH programs allow applicants who receive a determination of patentability of an examined 
claim by one participating office to fast track the examination of corresponding claims in another 
participating office. Until recently, this program was based on work product produced only during 
examination of national or regional applications. Now, under the PCT-Patent Prosecution Highway 
(PCT-PPH) Pilot Program, applicants who have received a written opinion or an international 
preliminary examination report indicating novelty, inventive step, and industrial applicability of at least 
one claim in a Patent Cooperation Treaty (PCT) application can request a participating office to advance 
a corresponding national or regional application out of turn for examination. Statistics have shown that a 
U.S. application taking advantage of the existing PPH with the JPO will on average be examined within 
two to three months from filing, and will have twice the likelihood of receiving a notice of allowance 
compared to regularly examined applications.

To be eligible for the program, a U.S., European, or Japanese application in which substantive 
examination has not begun must be related to a corresponding PCT application in one of the following 
manners:

1. The U.S., European, or Japanese application is a national or regional phase entry of the 
corresponding PCT application.

2. The U.S., European, or Japanese application forms the basis for the priority claim of the 
corresponding PCT application.

3. The U.S., European, or Japanese application is a national or regional phase entry of a PCT 
application that claims priority to the corresponding PCT application.
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4. The U.S., European, or Japanese application claims priority to the corresponding PCT 
application.

5. The U.S., European, or Japanese application is a continuation or divisional application of an 
application satisfying scenario 1 or claims priority to an application satisfying scenario 2.

All of the claims of the U.S., European, or Japanese application must sufficiently correspond to (in other 
words, have the same, similar, or narrower scope with respect to) a PCT claim deemed as having 
novelty, inventive step, and industrial applicability in a written opinion or international preliminary 
examination report that was issued by the USPTO, EPO, or JPO. It should be noted that an international 
search report is in itself insufficient basis for requesting participation in the program. In addition to 
fulfilling a number of other procedural requirements, applicants before the USPTO must continue to 
uphold the duty of candor by, for example, filing an information disclosure statement indicating the 
references cited in an international search report, written opinion, or international preliminary 
examination report, as well as indicating other references known to be material to patentability.

The PCT-PPH Pilot Program began on January 29, 2010, and will continue at least until January 28, 
2012. Applicants are therefore strongly encouraged to consult with their patent counsel to determine 
whether their applications are eligible to participate in the PCT-PPH Pilot Program, in order to increase 
their chances of procuring a U.S., European, or Japanese patent with minimal delay.

If you have any questions or would like more information on any of the issues discussed in this 
LawFlash, please contact any of the following Morgan Lewis attorneys:
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San Francisco
Robin M. Silva 415.442.1379 rsilva@morganlewis.com

Washington, D.C.
Robert Smyth 202.739.5139 rsmyth@morganlewis.com

About Morgan Lewis’s Intellectual Property Practice
Morgan Lewis’s Intellectual Property Practice consists of more than 150 intellectual property 
professionals. We represent and advise clients concerning all aspects of intellectual property: patents, 
trademarks, and copyrights; intellectual property litigation; intellectual property licensing; intellectual 
property enforcement programs; trade secret protection; related matters involving franchises, the 
Internet, advertising, and unfair competition; outsourcing and managed services; and the full range of 
intellectual property issues that arise in business transactions.

About Morgan, Lewis & Bockius LLP

With 22 offices in the United States, Europe, and Asia, Morgan Lewis provides comprehensive 
transactional, litigation, labor and employment, and intellectual property legal services to clients of all 
sizes—from global Fortune 100 companies to just-conceived startups—across all major industries. Our 
international team of attorneys, patent agents, employee benefits advisors, regulatory scientists, and 
other specialists—more than 3,000 professionals total—serves clients from locations in Beijing, Boston, 
Brussels, Chicago, Dallas, Frankfurt, Harrisburg, Houston, Irvine, London, Los Angeles, Miami, 
Minneapolis, New York, Palo Alto, Paris, Philadelphia, Pittsburgh, Princeton, San Francisco, Tokyo, 
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and Washington, D.C. For more information about Morgan Lewis or its practices, please visit us online 
at www.morganlewis.com.

This LawFlash is provided as a general informational service to clients and friends of Morgan, Lewis & Bockius LLP. It should not be construed as, and does not constitute, legal advice on any 
specific matter, nor does this message create an attorney-client relationship. These materials may be considered Attorney Advertising in some states. 

Please note that the prior results discussed in the material do not guarantee similar outcomes.
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