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Patent applicants can now take advantage of a new procedure that has the potential to greatly reduce the
amount of time required by the U.S. Patent and Trademark Office (USPTO), the European Patent Office
(EPO), or the Japan Patent Office (JPO) to issue a patent on an application. Because of the backlog of
pending patent applications, examination of an application is sometimes greatly delayed, in many cases
not occurring until 25 months or more after the date of filing. Under existing Patent Prosecution
Highway (PPH) programs, the USPTO, EPO, and JPO have agreed to share work performed by the
offices with the goal of reducing backlogs, eliminating redundant work, and generally examining
applications more efficiently.

Current PPH programs allow applicants who receive a determination of patentability of an examined
claim by one participating office to fast track the examination of corresponding claims in another
participating office. Until recently, this program was based on work product produced only during
examination of national or regional applications. Now, under the PCT-Patent Prosecution Highway
(PCT-PPH) Pilot Program, applicants who have received a written opinion or an international
preliminary examination report indicating novelty, inventive step, and industrial applicability of at least
one claim in a Patent Cooperation Treaty (PCT) application can request a participating office to advance
a corresponding national or regional application out of turn for examination. Statistics have shown that a
U.S. application taking advantage of the existing PPH with the JPO will on average be examined within
two to three months from filing, and will have twice the likelihood of receiving a notice of allowance
compared to regularly examined applications.

To be eligible for the program, a U.S., European, or Japanese application in which substantive
examination has not begun must be related to a corresponding PCT application in one of the following
manners:

1. The U.S., European, or Japanese application is a national or regional phase entry of the
corresponding PCT application.

2. The U.S., European, or Japanese application forms the basis for the priority claim of the
corresponding PCT application.

3. The U.S., European, or Japanese application is a national or regional phase entry of a PCT
application that claims priority to the corresponding PCT application.



4. The U.S., European, or Japanese application claims priority to the corresponding PCT
application.

5. The U.S., European, or Japanese application is a continuation or divisional application of an
application satisfying scenario 1 or claims priority to an application satisfying scenario 2.

All of the claims of the U.S., European, or Japanese application must sufficiently correspond to (in other
words, have the same, similar, or narrower scope with respect to) a PCT claim deemed as having
novelty, inventive step, and industrial applicability in a written opinion or international preliminary
examination report that was issued by the USPTO, EPO, or JPO. It should be noted that an international
search report is in itself insufficient basis for requesting participation in the program. In addition to
fulfilling a number of other procedural requirements, applicants before the USPTO must continue to
uphold the duty of candor by, for example, filing an information disclosure statement indicating the
references cited in an international search report, written opinion, or international preliminary
examination report, as well as indicating other references known to be material to patentability.

The PCT-PPH Pilot Program began on January 29, 2010, and will continue at least until January 28,
2012. Applicants are therefore strongly encouraged to consult with their patent counsel to determine
whether their applications are eligible to participate in the PCT-PPH Pilot Program, in order to increase
their chances of procuring a U.S., European, or Japanese patent with minimal delay.
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at www.morganlewis.com.
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