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On December 2, the U.S. Court of Appeals for the Federal Circuit issued a writ of mandamus (an order)
in the case titled In re Hoffmann-La Roche, Inc., reversing the denial of a motion to transfer a case out of
the Eastern District of Texas and ordering the district court to transfer the case. This is the third time in
the last 12 months that the Federal Circuit has issued a writ of mandamus ordering a district court to
transfer a patent case out of the U.S. District Court for the Eastern District of Texas—this time to the
Eastern District of North Carolina.

Novartis Vaccines and Diagnostics, Inc., a company located in California, brought the suit in the Eastern
District of Texas against Hoffmann-La Roche Inc. and other entities involved in the manufacture of
Fuzeon®, a commercial HIV inhibitor drug. The defendants sought to move the case from Texas to the
Eastern District of North Carolina, arguing that the bulk of the key documentary evidence and the key
witnesses are present in North Carolina. Plaintiff Novartis opposed the motion to transfer, arguing that
witnesses and evidence were spread throughout the country. Novartis also argued that 75,000 pages of
documents relating to the patent were located in Texas.

The Texas District Court (Judge Folsom) denied the defendants’ transfer motion, finding among other
things that it is a “decentralized” case given the various locations of potential witnesses throughout the
country.

The Federal Circuit, led by Judge Gajarsa (also before Judges Lourie and Friedman), disagreed and
found that the district court had “clearly abused its discretion in denying [Roche et al.’s] motion to
transfer venue pursuant to 28 U.S.C. § 1404(a).” The Federal Circuit ordered the district court to
“promptly transfer the case to the Eastern District of North Carolina.” Judge Gajarsa found there to be
no connection between the case and the Eastern District of Texas except that in anticipation of litigation,
Novartis had transferred 75,000 pages of documents to its litigation counsel in Texas. Judge Gajarsa
stated that considering the 75,000 pages to be “Texas” documents was a “fiction.” He stated in the
opinion that a plaintiff’s attempts to manipulate venue in anticipation of litigation or a motion to transfer
falls squarely within the prohibited activities under prior Supreme Court case law.

Based on the Federal Circuit’s logic in this case, one possible upcoming hot-button issue in this area
may be whether the district court can—or should—ignore the domicile of a plaintiff who has set up a
“mail-drop” address within the Eastern District of Texas solely for the purpose of defeating a motion to
transfer.



A copy of the opinion is available at http://www.cafc.uscourts.gov/opinions/09-M911.pdf.
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About Morgan Lewis’s Intellectual Property Practice

Morgan Lewis’s Intellectual Property Practice consists of more than 190 intellectual property
professionals. We represent and advise clients concerning all aspects of intellectual property: patents,
trademarks, and copyrights; intellectual property litigation; intellectual property licensing; intellectual
property enforcement programs; trade secret protection; related matters involving franchises, the
Internet, advertising, and unfair competition; outsourcing and managed services; and the full range of
intellectual property issues that arise in business transactions.
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With 22 offices in the United States, Europe, and Asia, Morgan Lewis provides comprehensive
transactional, litigation, labor and employment, and intellectual property legal services to clients of all
sizes—from global Fortune 100 companies to just-conceived startups—across all major industries. Our
international team of attorneys, patent agents, employee benefits advisors, regulatory scientists, and
other specialists—more than 3,000 professionals total—serves clients from locations in Beijing, Boston,
Brussels, Chicago, Dallas, Frankfurt, Harrisburg, Houston, Irvine, London, Los Angeles, Miami,
Minneapolis, New York, Palo Alto, Paris, Philadelphia, Pittsburgh, Princeton, San Francisco, Tokyo,
and Washington, D.C. For more information about Morgan Lewis or its practices, please visit us online
at www.morganlewis.com.
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