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The Court of Appeals for the Federal Circuit recently affirmed the lower court’s decision holding that
the U.S. Patent and Trademark Office (USPTO) was misinterpreting the statute for calculating patent
term adjustment (PTA) for which patentees may be entitled. Wyeth and Elan Pharma Int’l Ltd. v.
Kappos, No. 2009-1120 (Fed. Cir. Jan. 7, 2010).

The American Inventors Protection Act (AIPA) of 1999 revised 35 U.S.C. § 154 to provide an
adjustment, or restoration, of patent term on a day-by day basis when (A) the USPTO fails to meet
certain examination deadlines in a timely manner (an A delay), and (B) when the USPTO fails to issue a
patent within three years of filing (a B delay). See 35 U.S.C. § 154(b)(1). The statute, however, limits
the length of PTA when the A and B delays overlap. The interpretation of this “overlap provision” was
at the heart of the Wyeth decision.

The USPTO interpreted this overlap provision of the statute as providing a PTA that is the greater of the
A delay or the B delay. Wyeth filed suit against the USPTO in the District Court for the District of
Columbia, arguing that the USPTO was misinterpreting the statute, and that any A delay occurring after
three-year mark is the “overlap.” In other words, Wyeth argued that the correct interpretation of the
statute provides that the A and B delays should be added to one another, except that any A delay
occurring after the three-year mark would not be included in the PTA calculation. The difference in the
two interpretations was not insignificant. For example, under Wyeth’s interpretation of the PTA statute,
one of the patents at issue in this case was entitled to an additional 756 days of patent term; whereas
under the USPTQO’s interpretation, the patent was entitled to 462 days of additional patent term.

The district court ruled in favor of Wyeth on summary judgment, and the Federal Circuit affirmed this
decision. In rendering its opinion, the Federal Circuit stated that it saw no ambiguity in the language of
the statute; thus the plain language of the statute “must ordinarily be regarded as conclusive.” Wyeth,
slip op. at 7 (quoting Consumer Prod. Safety Comm’n v. GTE Sylvania, Inc., 447 U.S. 102, 108 (1980)).
The court stated that, according to the plain language of the statute, “no ‘overlap’ happens unless the
violations occur at the same time.” Id. at 8. Put another way, the court stated that “[i]f an A delay occurs
on one day and a B delay occurs on a different day, those two days do not ‘overlap’ under section
154(b)(2).” Accordingly, patent applicants are now entitled to patent term adjustment when both A and
B delays occur, except when an A delay occurs after the three-year mark.

The Wyeth decision should be kept in mind when making life cycle management decisions concerning
your or your competitors’ patent portfolio. For example, for products and patented inventions with



longer life cycles, such as pharmaceuticals or biologics, the Wyeth decision may significantly increase
the length of time that a particular product is under patent.

On January 14, 2010 from 1:00 p.m. to 2:00 p.m. (ET), please join Morgan Lewis’s Michael L. Banks,
Louis W. Beardell, and Daniel Johnson for “Protection of Proprietary Technology in an Economic
Downturn: Trade Secrets and Noncompetes,” an informative webcast on ways to protect proprietary
technology in an economic downturn. Register for this complimentary webcast at
https://morganlewisevents1.webex.com/morganlewisevents1/onstage/g.php?t=a&d=939438224.

If you have any questions or would like more information on any of the issues presented in this
LawFlash, please contact any of the following Morgan Lewis attorneys:
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Louis W. Beardell, Jr. 215.963.5067 Ibeardell@morganlewis.com
San Francisco

Robin M. Silva 415.442.1379 rsilva@morganlewis.com
Washington, D.C.

Robert Smyth 202.739.5139 rsmyth@morganlewis.com

About Morgan Lewis’s Intellectual Property Practice

Morgan Lewis’s Intellectual Property Practice consists of more than 150 intellectual property
professionals. We represent and advise clients concerning all aspects of intellectual property: patents,
trademarks, and copyrights; intellectual property litigation; intellectual property licensing; intellectual
property enforcement programs; trade secret protection; related matters involving franchises, the
Internet, advertising, and unfair competition; outsourcing and managed services; and the full range of
intellectual property issues that arise in business transactions.

About Morgan, Lewis & Bockius Lrp

With 22 offices in the United States, Europe, and Asia, Morgan Lewis provides comprehensive
transactional, litigation, labor and employment, and intellectual property legal services to clients of all
sizes—from global Fortune 100 companies to just-conceived startups—across all major industries. Our
international team of attorneys, patent agents, employee benefits advisors, regulatory scientists, and
other specialists—more than 3,000 professionals total—serves clients from locations in Beijing, Boston,
Brussels, Chicago, Dallas, Frankfurt, Harrisburg, Houston, Irvine, London, Los Angeles, Miami,
Minneapolis, New York, Palo Alto, Paris, Philadelphia, Pittsburgh, Princeton, San Francisco, Tokyo,
and Washington, D.C. For more information about Morgan Lewis or its practices, please visit us online
at www.morganlewis.com.
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