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Trademark Rule Clarified: Pictures of Goods Not Required for Website Specimen of Use

February 17, 2010

The Federal Circuit recently issued a decision that will be of interest to any business hoping to register a 
mark used online to promote and sell a product, and anyone who does U.S. trademark prosecution and 
maintenance work, particularly those involved in the process of gathering or identifying evidence of use 
in U.S. trademark applications or registrations. 

In the recent In re Sones, 93 U.S.P.Q.2d 1118 (Fed. Cir. 2009) decision, the Federal Circuit determined 
that evidence of use from the Internet does not have to include actual pictures of the product, as long as 
the evidence depicts the mark placed in any manner to show that it is associated with the goods claimed 
in the application, and that it serves as an indicator of source. This holding is notable because it expands 
the types of evidence that qualifies to prove use to support a U.S. registration and is inconsistent with 
current Trademark Manual of Examining Procedure (TMEP) provisions that an examining attorney 
“may accept any catalog or similar specimen as a display associated with the goods, provided that it: (1) 
includes a picture of the relevant goods; (2) shows the mark sufficiently near the picture of the goods to 
associate the mark with the goods; and (3) includes the information necessary to order the goods.” 

In In re Sones, an applicant submitted evidence of use for charity bracelets showing only a textual 
description of the bracelets next to the trademark but no pictures. Following the TMEP and its 
interpretation of Land’s End, Inc. v. Manbeck, 797 F. Supp. 511 (E.D. Va. 1992), the U.S. Patent and 
Trademark Office (PTO) rejected the evidence of use and subsequently refused to register the mark. The 
applicant appealed. Ultimately, the court in In re Sones analogized web catalogs and online retail sites to 
“brick and mortar” stores where pictures of goods were not required (labels, containers, or displays
sufficed). “[T]he ubiquity of Internet commerce does not prove that customers always need product 
pictures to associate trademarks with goods.” 93 U.S.P.Q.2d at 1123. While pictures are still recognized 
as one method to show this association, the In re Sones decision establishes that they are not required. In 
addition to pictures, other relevant factors the court mentioned were “whether . . . [the] webpages have a 
point of sale nature, and whether the actual features or inherent characteristics of the goods are 
recognizable from the textual description, given that the more standard the product is, the less 
comprehensive the textual description need be.” Id. at 1124. 

The PTO eventually will update the TMEP to reflect this holding. In the meantime, practitioners and 
trademark owners should consider this holding before concluding that adequate evidence does not exist 
to support a particular trademark application or registration, and when considering the types of use that 
can be implemented in the future to establish the requisite use in commerce for a U.S. registration. 
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If you have any questions or would like more information on any of the issues discussed in this 
LawFlash, please contact any of the following Morgan Lewis attorneys:

New York
Karen A. Butcher 212.309.6194 kbutcher@morganlewis.com

San Francisco 
Rochelle D. Alpert 415.442.1326 ralpert@morganlewis.com
Carla B. Oakley 415.442.1301 coakley@morganlewis.com

Washington, D.C. 
Michael F. Clayton 202.739.5215 mclayton@morganlewis.com
Anita B. Polott 202.739.5397 apolott@morganlewis.com

About Morgan Lewis’s Intellectual Property Practice
Morgan Lewis’s Intellectual Property Practice consists of more than 150 intellectual property 
professionals. We represent and advise clients concerning all aspects of intellectual property: patents, 
trademarks, and copyrights; intellectual property litigation; intellectual property licensing; intellectual 
property enforcement programs; trade secret protection; related matters involving franchises, the 
Internet, advertising, and unfair competition; outsourcing and managed services; and the full range of 
intellectual property issues that arise in business transactions.

About Morgan, Lewis & Bockius LLP

With 22 offices in the United States, Europe, and Asia, Morgan Lewis provides comprehensive 
transactional, litigation, labor and employment, and intellectual property legal services to clients of all 
sizes—from global Fortune 100 companies to just-conceived startups—across all major industries. Our 
international team of attorneys, patent agents, employee benefits advisors, regulatory scientists, and 
other specialists—more than 3,000 professionals total—serves clients from locations in Beijing, Boston, 
Brussels, Chicago, Dallas, Frankfurt, Harrisburg, Houston, Irvine, London, Los Angeles, Miami, 
Minneapolis, New York, Palo Alto, Paris, Philadelphia, Pittsburgh, Princeton, San Francisco, Tokyo, 
and Washington, D.C. For more information about Morgan Lewis or its practices, please visit us online 
at www.morganlewis.com.
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Please note that the prior results discussed in the material do not guarantee similar outcomes.

© 2010 Morgan, Lewis & Bockius LLP. All Rights Reserved.

mailto:kbutcher@morganlewis.com
mailto:ralpert@morganlewis.com
mailto:coakley@morganlewis.com
mailto:mclayton@morganlewis.com
mailto:apolott@morganlewis.com
http://www.morganlewis.com



