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European Patent Office Board of Appeal Ends Use of
Swiss-Type Claims for Pharmaceutical Patents

February 22, 2010

The European Patent Office (EPO) Enlarged Board of Appeal (EBA) announced the end of Swiss-type
claims in a decision published February 19. It held that “where the subject matter of a claim is rendered
novel only by a new therapeutic use of a medicament, such claim may no longer have the format of a so
called Swiss-type claim as instituted by decision G 5/83.” EBA decision G 2/08, point 7.1.3.

Swiss-type claims were instituted by decision G 5/83 in 1984 and were intended to constitute a narrow
exception to Article 54(5) EPC 1973, which only allowed patent protection for the first medical
indication of a known composition in medicament form. Decision G 5/83 allowed for patent protection
of subsequent medical indications of a known medicament. The EBA reasoned that the EP legislator did
not intend to exclude subsequent medical indications from patent protection. The Swiss-type claim took
the form: “Use of [a known substance or composition] for the manufacture of a medicament for use in
[new therapeutic application].”

The EP legislator subsequently promulgated Article 54(5) EPC 2000, which completely closed the
Article 54(5) EPC 1973 loophole that limited patent protection only to the first medical indication of a
known composition in medicament form. Article 54(5) EPC 2000 was changed to allow for patent
protection of subsequent medical indications of a known medicament. Since the new legal framework
allows for such patent protection, the EBA has since determined that the G 5/83 Swiss-type claim was
no longer needed. Decision G 2/08 allows for a simplified claim form: “[Known substance or
composition] for use in [new therapeutic application].”

It is important to note that this change will not apply retroactively. It will only apply to applications
having a priority date three months after the publication of decision G 2/08 in the Official Journal of the
European Patent Office.

Moreover, decision G 2/08 generally considered the Swiss-type claim form and the new claim form that
must be used as similar in scope. However, it is not clear how national courts will interpret the
comparative scope of these claim forms.

Decision G02/08 is available online at
http://documents.epo.org/projects/babylon/eponet.nsf/0/1¢9976e4866080a2¢12576¢f00417e3¢/$SFILE/G

2 08 en.pdf.
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About Morgan Lewis’s Intellectual Property Practice

Morgan Lewis’s Intellectual Property Practice consists of more than 150 intellectual property
professionals. We represent and advise clients concerning all aspects of intellectual property: patents,
trademarks, and copyrights; intellectual property litigation; intellectual property licensing; intellectual
property enforcement programs; trade secret protection; related matters involving franchises, the
Internet, advertising, and unfair competition; outsourcing and managed services; and the full range of
intellectual property issues that arise in business transactions.

About Morgan, Lewis & Bockius LLp

With 22 offices in the United States, Europe, and Asia, Morgan Lewis provides comprehensive
transactional, litigation, labor and employment, and intellectual property legal services to clients of all
sizes—from global Fortune 100 companies to just-conceived startups—across all major industries. Our
international team of attorneys, patent agents, employee benefits advisors, regulatory scientists, and
other specialists—more than 3,000 professionals total—serves clients from locations in Beijing, Boston,
Brussels, Chicago, Dallas, Frankfurt, Harrisburg, Houston, Irvine, London, Los Angeles, Miami,
Minneapolis, New York, Palo Alto, Paris, Philadelphia, Pittsburgh, Princeton, San Francisco, Tokyo,
and Washington, D.C. For more information about Morgan Lewis or its practices, please visit us online
at www.morganlewis.com.
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