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Overview AlA Major Changes

» Changes to Patent Law - Prosecution
— First to File (Section 3)

.—.jm Um._nm_\; _Nm.—no_‘.g >O# Oﬁ 2011 — Inventor’s Oath/Declaration (Section 4)
>3m10m _3<®3.~m >O._” A >_ >v — Post-Grant Review Proceedings (Section 6)

— Third Party Pre-issuance Submission of Prior Art (Section 8)
— Fees (Section 10)

— Supplemental Examination (Section 12)

— Tax Strategies (Section 14)

— Prioritized Examination (Section 25)

November 2011 — Pro Bono Program (Section 32)
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Overview AIA Major Changes Timeline of AIA Events

Effective Immediately (16 September 2011) 12 Months After Enactment (16 September 2012)
s Y Section 5 Prior User Rights 10 Days After Enactment Section 4 Inventor's Oath/Declaration
» Changes to Patent Law- Litigation Sectons (c) Threshold fo inter PartesReexam (ESapmba 2011) Section 6 (a) nter PartesReexam
: b % i Section 6 (n)(2) 35 USC §145 Eliminates (Dist. CL. Section 11 (h) Priortized Exam Fees. Section 6 (d) Post-Grant Review ("PGR") (Oppositions)
— Defense to Infringement based on Prior Commercial Use (Section 5) e  scion 110 15% e i N
Section 7 (e) Appeais to Fed. Circut T — e G R
— Post-Grant Review Proceedings (Section 6) - e L Deym ATal Enastiant secton 12 suppementl xam
» = Section 11 (a)-(g)  Specified Fees. SecknaniReeneCuuEs St St nd
— Venue (where USPTO is a party) (Section 9) s PR e i Secton 8 H.H.saxaiassas
i Section 14 ‘Tax Strategies No Longer Patentable 60 Days After Enactment ey
— Best Mode (Section 15) ‘ Secton 15 Bestose (15 November 2011) v
e False Marking Section 10 () PaperFiling Penalty Section 25 Priority Exam for important Technology
— Marking (Section 16) Secton 19 uriscton and Joder p
Section 32 Pro bono program
ini T Section 33 Prohibition on patenting of humans
— Opinions of Counsel (Section 17) it i Ty G5
o o s A 5 Commencement Studies (due dates) -35U5.C.§135  Dervation Proceedings (USPTO]
— Jurisdiction/Joinder (Section 19) e L E R o 1 e e
Coneht Tesng (2 (16.u0 2012,
-l.;‘h“-; 1) ﬂw““._s
Patent Litigation (§34) = “av.vugunw
Business method Patents.
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35U.S.C. §100

Effective 16 March 2013

»  Amended to include the following definitions
— Inventor — individual or individuals who invented or discovered the subject matter
of the invention

— Joint inventor or coinventor — any one of the individuals who invented or
discovered the subject matter of a joint invention

— Joint Research Agreement — A written contract, grant or cooperative agreement
for the performance of experimental, developmental or research work in the field
of the claimed invention

» Note: given new 102/103 provisions, THIS IS IMPORTANT

— Effective Filing Date — actual filing date of the application for patent, OR the filing
date of the earliest priority application to which applicant is entitled

— Claimed Invention — subject matter defined by a claim

© Morgan, Lewis & Bockius LLP 9 Zog —tﬂé—m

False Marking 35 U.S.C. § 287

Effective 16 September 2011

- In place now for any pending case and any filed after September 16, 2011
— So everything not already decided

- Eliminates qui tam plaintiffs — U.S. can still sue for a civil penalty
— Which, to the best of my knowledge, never happened before

= Civil suits now limited to plaintiffs who suffer competitive injury because of
the false marking

- Expired patents not a violation
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Prioritized Applications

Effective 16 September 2011

Opinions of Counsel 35 U.S.C. § 298

Effective 16 September 2012

« Section 11: § 2(b)(2)(G):

— Essentially an accelerated examination without the horrible
documentation required previously

— $4800/$2400 extra fee plus regular fees
— No more than 4 independent claims/30 total
— Only 10,000 of these allowed this year

— No guidance as to how these will be assigned by art unit/group
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« Failure of an accused infringer to obtain advice of counsel or to present
such advice cannot be used to prove willfulness or intent to induce
infringement

Well, thanks for the news flash, as the courts already did this

Don’t get me wrong, still nice that it's through
See In re Seagate Technology, LLC., 497 F.3d 1360 (Fed. Cir. 2007) (en banc)
Overruies Broadcom Corp. v. Qualcomm Inc., 543 F.3d 683 (Fed. Cir. 2008)
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Pre-lssuance Submissions

Effective 16 September 2012

Best Mode

Effective 16 September 2011

» Section 8, §122
— Any third party can submit prior art during examination
— Could always do this under § 1134.01, but now it’s codified
— Requirements:
= Before allowance
« After 6 months from publication
» Concise statement of relevance
» Fee (surprise!)
« Reasons not to do this, precludes later reexam and opposition options

© Morgan, Lewis & Bockius LLP 17 gon.mmb Lewis

« Section 15: Best mode
— Under § 112, there is still a requirement to disclose the best mode

» Unless it originates outside the US and comes in through § 371,
although watch for CIPs!

— § 282 has been amended: “failure to disclose the best mode shall not
be basis on which any claim of a patent may be cancelled or held invalid
or otherwise unenforceable”

— Priority based on provisional applications and priority for continuations,
divisionals, CIPs no longer require compliance with the best mode
requirement under 112(a) (sections 119(e)(1) and 120 amended to
recite “other than the best mode requirement”)
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Use Defense 35 U.S.C § 273

Effective 16 September 2011

Prior Use Defense 35 U.S.C § 273

Effective 16 September 2011

« Expands the defense of prior commercial use beyond business method patents.

- Defense is now available with respect to subject matter consisting of a process, or
consisting of a machine, manufacture, or composition of matter used in a
manufacturing or other commercial process that would otherwise infringe a claimed
invention.

»  Such prior use must have occurred in the U.S. either in connection with an internal
commercial use or an arm’s length sale or transfer.

= Prior use must have occurred at least one year before the earlier of: (a) the effective
filing date of the claimed invention or (b) the date on which the claimed invention was
disclosed to the public.

»  Pre-marketing regulatory review shall be deemed to be “commercially used” during
the regulatory review period
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e Limitations on Prior Commercial Use as A Defense o

— Is personal to the party asserting the defense and cannot be separately licensed
(can be licensed as part of another transfer of “the entire enterprise of line of
business”)

— If defense is acquired by another party (see exception above) the defense is
limited to the sites of prior use

— Cannot be asserted if the use was derived from the inventor/patentee or from
persons in privity with the inventor/patentee

— Only applies to specific claims in prior use, not all claims
— Does not apply if prior use was abandoned

~ Inventions originating from universities are exempt from prior use defense, but
only if the activities related to reduction to practice could have been performed
using government funds
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Prior Use Defense 35 U.S.C § 273

Effective 16 September 2011

First to File 35 U.S.C. § 102

Effective 16 March 2013

- Exhaustion of Rights

— The “sale or other disposition of a useful end result” by a person entitled
to assert a prior use defense in connection with a patent with respect to
that useful end result shall exhaust the patent owner’s rights.

— Quanta Computer, Inc. v. LG Electronics, Inc., 553 U.S. 617 (2008)
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« Amended to redefine prior art
— New Section 102 contains no equivalents to current
» 102(c) - abandonment
« 102(d) - premature foreign patenting

« 102(f) - derivation (newly established, separate derivation
proceedings under amended section 135)

« 102(g) - interferences
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— Quanta Computer, Inc. v. LG Electronics, Inc. Z# 553 U.S. 617 (20084)
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First to File 35 U.S.C. § 102

Effective 16 March 2013

First to File 35 U.S.C. § 102(a)

Effective 16 March 2013

» Amended to redefine prior art

— No longer a distinction between prior art of applicant versus “others”
(See current 102(a) and (e))

— No longer limited to acts in the U.S.

= Al prior art categories are triggered by events that happen
anywhere in the world

« Former 102(a) — “known or used by others in this country”
= Former 102(b) — “public use or on sale in this country”

© Morgan, Lewis & Bockius LLP
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« FI1025(a) — “KEIZH L THAIZHS AR IEEHFE”

o FI025(b) — “KEIZH O TRARREARIERTEEN”
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« 35U.8.C. §102(a) — as amended

e (a) NOVELTY; PRIOR ART.—A person shall be entitled to a patent
unless—

— (1) the claimed invention was patented, described in a printed
publication, or in public use, on sale, or otherwise available to the public
before the effective filing date of the claimed invention; or

— (2) the claimed invention was described in a patent issued under section
151, or in an application for patent published or deemed published
under section 122(b), in which the patent or application, as the case
may be, names another inventor and was effectively filed before the
effective filing date of the claimed invention.
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First to File 35 U.S.C. § 102(a)(1)

Effective 16 March 2013

First to File 35 U.S.C. § 102(a)(2)

Effective 16 March 2013

- “The claimed invention was patented, described in a printed publication, or in public
use, on sale, or otherwise available to the public before the effective filing date of the
claimed invention”

— Category of prior art that is publicly available as of the filing date

— No limitations on the identity of the authors of the printed publication
— No limitations on location of the public use or on sale bar

— “Otherwise available to the public”

« Itis possible that this “otherwise” was meant to address emerging technologies that
could be use to disseminate information. SeeSRI International. Inc., v. Internet Security
Systems, Inc., 511 F.3d 1186 (Fed.. Cir. 2008) (majority panel could not reach a
conclusion on the evidence of record of whether the temporary internet posting of an
article would constitute a printed publication)

- This “otherwise” language may be an effort to conform U.S. law closer to EPC which
defines the prior art to include “everything” made available to the public by “written or
oral description” or to Japanese law which bars a patent when an invention is “publicly
known”
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» “The claimed invention was described in a patent issued under section 151, or in an
application for patent published or deemed published under section 122(b), in which
the patent or application, as the case may be, names another inventor and was
effectively filed before the effective filing date of the claimed invention.”

— Category of earlier-filed, later-published patents or applications

—  “Names another”

— “Deemed published” — 35 U.S.C. § 374 currently states that “publication...of an
international application designating the United States shall be deemed a publication
under section 122(b).” Section 374 does not require that the international application
be published in English.

= Does not appear that the International Applications must be published in English to be
“deemed as published.” This is different from current 102(e), which requires the PCT
application to be published in Engiish to be considered prior art.

— An earlier-filed U.S. Application for which a request for non-publication is filed may not
be considered prior art until it issues as a patent
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Example of First to File

First to File 35 U.S.C. § 102(b)

Effective 16 March 2013

Sequence of Events for Application filed after 16 March 2013

Despite A inventing before B, B’s earlier filed application is prior art to
A, and B can receive a patent for X over A; A can no longer antedate
B’s application.
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< Exceptions to Prior Art under 102(a)

— Certain types of “disclosures” are not prior art to subject matter
contained in an application

— “Disclosure” not defined anywhere in section 102
— Grace period (1 year) is limited to an applicant’s pre-filing activities

= Under current 102(a), (e) and (g) applicant can swear behind the
actions of another by demonstrating prior invention

« Under amended 102(b), a pre-filing disclosure is removed as prior
art only if the disclosure directly or indirectly attributable to an
inventor
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« BTD102%K(a), (e) BRIf(g) TlE, HEBEAIL, FiTRIFTLIHFTE_EL
[CLYE /L BITEBIZDINTDELHEA T B EHTES (“swear
behind”)

« HIESH/=1025(b) TIL, LEERIDETZIZ DN TIL, 5D SEIFHE
FERIR (L ETERII-FEBE (L DG EIZDA . HATHRMICZSLEL)
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Grace Periods

Effective 16 March 2013

= In addition to US, several other countries have similar “applies to self’ grace
periods
— Some if you are “forced” to disclose or someone steals or publishes
without permission
= For example, India (1 year), Spain, Portugal, China, Taiwan, Korea,
Egypt, Chile (all 6 months)

— Japan, Korea and China all have a “safe harbor” of sorts

Morgan Lewis
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First to File 35 U.S.C. § 102(b)

Effective 16 March 2013

« Exceptions to Prior Art under 102(a)
— “Disclosures” made within one year of the effective filing date (102(b)(1)(B)

» 102(b)(1)(A) — disclosure made by inventor or by another who obtained the
subject matter from an inventor, or

« 102(b)(1)(B) —disclosure made by anyone provided there was a previous
public disclosure by an inventor or by someone who obtained the subject
matter from an inventor

— The exception under (b)(1)(B) is still keyed to the inventor’s actions. If
person A, publicly discloses the subject matter of the invention after the
inventor’s initial public disclosure, this subsequent disclosure by person
A will not bar patentability (within the grace period).

— If person A in the above example publicly discloses the subject matter
of the invention before the inventor files or discloses the information,
this public disclosure likely qualifies as prior art under at least
“otherwise publicly available.” You cannot swear behind the actions of
another.

Morgan Lewis
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FeREEE 35 U.S.C. 1025(b)

HE{TH 2013438168

o RELUSNTE LONDEMNBHICERSNS T L—RAEYARZEALT
AV
— BIRZEBRE"ShI-Y, EMICEFTIAY, EFTARSh B SICERS
nd5—Rx%
o« BI:ARAE) INL, BIRTI, BE, £F, EE, =TTk, FY
(F~T6HH)

- BR BERUVHEOERHFZICE, A DEFERELSRITONTINDS
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+ 102%(@)ITEDKETRIT~DOHIS
- AMHEEBEHSIELRISTHAIZBIR"(1025(b)(1)B)

o 1025bN1)(A) — BEAF(=L BB BBUILRIE LY EBEEFRIMAIZLS
V-CERE -
o 102F(b)(1)(B) =5 BETFRDFIIHEIEEXR L FBFE S Y FEEFF/-EIZ LB
BIFD Do/ EERHEIC, LT HADEDTTo7-F7
— (b)(1)(B) EICHRESIN A0 X, BBEZEDITALHEUDOLTLS, A
AN, BREICLZLRADHVORTOEIC. HRADOTEELARICH
RLEBE . AVAICKENMSRRIE. FFREBOREELIELALN (1
2L JL—REYFFOHRAR D &)
- LD AYAL., BBEFICIIHBERIEBEARIVATICEEEZLARICERL
1=315E. DO BETRM, DL FOMARITHL TR AT EDORBRE
TR IEETEMEAGSNIAEEITEL. BEDTAICOVTEERH
it9 % (swear behind) Z&IFTELLY,
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First to File 35 U.S.C. § 102(b)

Effective 16 March 2013

First Example

= Exceptions to Prior Art under 102(a)
— “Disclosures” appearing in patents and applications (102(b)(2))

= 102(b)(2)(A) — Subject matter of disclosure was obtained from an
inventor

« 102(b)(2)(B) — disclosure of subject matter by anyone prior fo the
effective filing date, provided the subject matter was publicly
disclosed by an inventor or by someone who obtained the subject
matter from an inventor,

— Same analysis as the exception under 102(b)(1)(B)

= 102(b)(2)(C) — Subject matter disclosed and the claimed invention
owned by the same person or subject to an obligation of assignment
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SthEE % 35 U.S.C. 1025 (b)

#E{TH :20134£3816H

o 102%F(@)IZEDETHEMT~DHIN
- FHFRUVHBPOTFETRI(1025(0)(2)
« 1025(b)(2)(A) — BIRSHI=ZED, BHED SF5NHE

« 1025(b)(2)(B) -5\ S LBEH T ZE R IXFHE L YL EEF/-MA
1Sk YBRSNI=CEERIEIC, DT ADELTTo /=B LB EFIDE
v

- ChoDBIFHZEELTH., 1025(b)(1)(B)DHISHZ DL TIToF=%
DERLCAHNERTESD

« 102%(b)(2)(C) - FFSN/=FERUIL—LSER=FHD, F—AIC

FFEENSD, HEBEBDHRTHEIEE
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2

Sequence of Events for Applications filed after 16 March 2013

> 1 year

&)
<1year

A’s public disclosure is prior art to both B’s application and A’s application under
(102(a)(1)) = Neither A nor B can receive a patent on X
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il - 1

201343816 A LIRDHETIX---
; > 14

=
<1&

A& BRRADOBIRI, 1026 (a)(1)IcETE, BOHBRUADHERA I ETR
i THB. ARUBOVThBXITONWTHHEME T HLETELL
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Second Example

First to File 35 U.S.C. § 102(d)

Effective 16 March 2013

Sequence of Events for Applications filed after 16 March 2013

<1year

A’s disclosure is not prior art to A’s application (102(b)(1)(A))
A’s disclosure is prior art to B’s application (102(a)(1))
B’s disclosure is not prior art to A’s application (102(b)(1)(B))
B’s application is not prior art to A’s application (102(b)(2)(B))
A’s application entitled to patent on X over B’s application
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201343816 A LB HETIE -+
<14

AlZ&BBARIE. AOHBRICH T & TR & TR0\ (1025 (b)(1)(A))
AlZ&BBAR(&. BOHRRICH T 25 ITHEMEES (1025(a)(1))
BIZ&HBRIT. AOHREITH T HETEMETAELAL (1024(b)(1)(B))
BOHEE, AOHREISH T HETRETEEESE (1025(b)(2)(B))
AEBIZHEWNTIE XICET 5/ ENB I SEFZEZE T A0 XAOHE
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= Defines the prior art date of U.S. patents and applications

« 102(d) provides additional guidance on when a patent/application becomes
prior art - (d)(1) actual filing date of application or (d)(2) effective filing date
of application if entitled to priority (including foreign filings complying with
the Paris Convention)

« “Corrects” the Hilmer doctrine

« U.S. Patents or Published Apps are prior art as of their priority dates,
including foreign priority dates
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SFEFE 35 U.S.C. 1025%(d)

#E{TH:201343/16H

- KEHEHFRUVHEBEOETEHBZESR

« 102%(d) T, $FF CHBENRITR LA DR/ T IOV TISITELGR
RTW%: (d)(1)ETlE. REOHRER. X(X(d)(2) BT, BEENRDHOLN
TWAEEE. ENHER CNWERIZESGIEHEEZED)

s ET—-FORNODOREREERR”

o KREFHFXEARShHERX. HEEEBZETC TN TLOELXBDES
THRITENELES
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First to File 35 U.S.C. § 103

Effective 16 March 2013

First to File

»  Tracks current section 103(a) closely

— Now reads on what would have been obvious before the effective filing date
(instead of at the time of the invention)

— Stillincludes the last sentence that “[p]atentability shall not be negatived by the
manner in which the invention was made.”

— No amendments prohibiting 102(a)(2) art (earlier-filed, later published) from
being used in an obviousness analysis

« Any prior art, as now defined in 102, is available for use in an obviousness
analysis.

- This is different from at least EP and JP practices which expressly prohibit
earlier-filed, later published applications from being used in an inventive step
analysis.

© Morgan, Lewis & Bockius LLP
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JREExE 35U.S.C. 1035

#E4TH 2013438168

« BITO1035(a) Mo REREREIFAL
- JFFEREOHEEELS RRERSCENHEBNICHIESITZ
- R ZROTDOMEICI O TRERSNAEVNDIOET D EORED—XITE
BHL
- 102%(a)(2) [CREENERAHMETZBBEEO D FTITANSIEERLAREXIT
hhd
o 102F/ZHE THEIEBSINET N TDETIRMN & EBIEDHTEEIZEHF
FECLHHEE
o CHIFDLEL. BATRBICHL TESEFEILUEBGREIZE D T SEM
RUHADIEHHEELIIEGS
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- Effective dates
— Takes effect 18 months after enactment

— Provisions regarding prior art/novelty/obviousness and first-to-file
provisions take effect on patents and applications with an effective filing
date of more than 18 months after the date of enactment (“Section
3(n)(1) application”)

= What will be best practice?

— Consider filing provisional with initial disclosure and then file subsequent
provisional applications with additional disclosure as available

— Priority claim to multiple provisional applications

— Continuation and divisional applications?

® Morgan, Lewis & Bockius LLP
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« HEfTH
- FEHIEENS18MARICHET

- FATHE. FRE. ERERUERHICETHREL. FEFIEANS18
MNAZBZSBEZEVHEB LT ARFRVERISERSNS (£923aY
3(n)(1) HFR)

o EFE ARRMIFBIE?

- TP RAEOVMHNLERREFE - RHEZTL. TR, RHAFEE
Ho-B R T, BMOREERCRATRETICLERE

- BEHOFEBEICEBEETE
— BERHEE- S EIBREIC LTI ?
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Oath & Declarati

Effective 16 September 2012

« Section4: §118

— Essentially, the Company can sign the oath, if proof of the pertinent facts is
established (e.g. employment contract)

» Unintended Consequences

— Inventorship determined by claims, oath states that employee is the inventor, a
company can say that, and a patent can be invalidated on the basis of incorrect
inventorship

» Elimination of need to specify citizenship

« Required statement now includes “or authorized to be made”

= Can include required statements of declaration in an assignment in lieu of filing such
statements separately

- Effective date is one year from enactment and applies to applications with an
effective filing date on or after that date
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. wUav 4 118%

- REMIC, ZHTHERARAUM (F: BARK) TEhE SHATERICY A

VETHIENTED
- BEEtEHBEEELTE--

- JL—AIRKYRBEZRE. ELEERICEIRRENRAZ THHLARTIT
WBEIHIHES . KL ERAFICRYAHDHETRL. HIFLTNERICE LSh
SRS DS

« EETRAGKTREAELBVESAHIFRShE

- EEEXFEEEBANOHREHICREHBZEFTSh"AENSh

o BERICRETEIREDYIC, RAZRYZHRICHELLIEZEOMHBRL—FICIRET
BHTENTTRE

. M%m__MSIHWﬂmﬁmM*&: BITEXEZLUEOBEENHER T 5300

© Morgan, Lewis & Bockius LLP 58

Morgan Lewis

15

Derivation Proceedings

Effective 16 March 2013

« A new proceeding addressing ‘stolen’ inventions - formerly 102(f)
« Interference proceedings under 102(g) phased out and eventually abolished
»  New PTO procedure at s. 135 heard before Patent Trial & Appeal Board
» Practical implications
— Do you need to keep lab books anymore?

— Phase out of interference practice
- Effective Date tied to changes to first to file: 16 March 2013

© Morgan, Lewis & Bockius LLP
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o “BENE"RADO-OHOHF-LBFHE-LATL, 1025 () TRE

o N02F(QIEIHKAUE—TT IV AFHEL, BRAYITERENIZ, ZLTHERHM
IClEemEmIcELEEhD

o 3SEICBVLTHRESIAHFH-LEPTOF#iE,, Patent Trial & Appeal Board(ZT
FHEIND,

- EB~OF
- SH%HILERER/—FE(L W S Laboratory Notebook”) [ZAHE ?
- AVBE—TIFLUARHEOREMEL

o FEREBOFALBERICHETT: 20134£37516H
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Post Grant Proceedings

Effective 16 September 2012

« Petition to institute post-grant review/inter partes review
- Filed by anyone but patent owner

» Nine months from issuance (PGR)

- After nine months from issuance (IPR)

* Requirements

Fee expected to be large

Identity of real parties in interest

Grounds on which each claim is being challenged

Each Ground must include supporting evidence

Send copies of petition including evidence to patent owner
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T EREBERIFHE

#1TH 2012498 16H

o HEEHFEZOLE 2—(post-grant review) P HEERLE 21— (inter partes
review) LI TA=HDHE

- BEFFFEELNGS ETHERTRE |

o HHFORTHHINLIMNALURNGEFFNEZLEL—)

- BHORTHHIHNLINARBR(BBERLEL—)

- EfH

HBEE BEITEIELAFEIND

MEBROHIEBEOLEZOERNVHE (BEL/FH)

BIL—LIZRT DREBORA

BB EZFTHIHDRH

HIER VOO —E5FaE0E M
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Post Grant Proceedings

Effective 16 September 2012

« (PGR) Basis For Post Grant Proceedings

- Any ground that could be raised under defenses to patent infringement
in 282(b)(2) and (3)

— 101 and 112 except failure to disclose best mode

— 102 and 103 have no limitations on applicable prior art
* (IPR) 102 and 103 based on patents and printed publications
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(B 5ROLEL—) BITORER

- 282% (b)(2) RU (3) BTN BHRELIRICHT IRFLLYS5H
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- 101ERU112%E (LR AME—FRETESHERO
— 102& R V103&TlE, BRETERXITRFICODLWTLAERSFIBRBETEL

TLVEL
+ (BMBERLE2—)102FRUM03FITEDE, M OBFHFXEFIITYDOAEIR
L RS
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PGR versus Inter Partes Review

PGR versus & Inter Partes Review

Grounds

Timing

Target Patents

Effective
Discovery
Bar

Estoppel

© Morgan, Lewis & Bockius LLP

Broad: 101, 112, 102, 103

9 months of patent grant

Patents with priority on or after
March 16, 2013

16 March 2013
Yes

Yes

Yes

Patents, printed pubs, 102, 103

After 9 months or end of PGR,
only within 12 months of civil
action

Any patent including those
witheffective filing date before
November 29, 1999

16 September 2012
Yes - includes depositions
Yes

Yes
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L8 et 5 RLEa— vs. BEERLEL—
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Patent owner may file preliminary response to petition
Three months for PTO to decide whether to institute
Patentee may amend claims at least once

Heard by the Patent Trial & Appeal Board

Appeal direct to Federal Circuit

Costs likely to be high

PTO to prescribe regulations within a year

PTO may limit the number for next 4 years

Morgan Lewis

LEER A T 5L E A — vs HEERLE 21—
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Post Grant Review

» Relation to Other Proceedings

— Must file post grant review on same day or before declaratory judgment action
challenging validity

— Party sued for patent infringement can seek post grant review

— Courts cannot stay preliminary injunction motion on newly issued patent based
on post grant review

— No post grant review of reissue patents if claims identical or narrower

— Party sued for patent infringement can seek inter partes review within one year of
service of complaint

- Estoppel attaches upon written decision from the Patent Trial and Appeals Board
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- fDFHECOBE
- BHOENERO-EEBHRFRERELLBEE. ANDRELFBHDINET
NUFETC, BN S RLE 1 —OFERETHECTIEELEL
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