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Agenda

• What are non-fungible tokens (NFTs) (again)?

• What’s in your digital wallet?

• How copyright law is relevant

• Real-world NFT disputes so far

• What is the metaverse (again)?

• Brand issues in the metaverse

• Potential benefits of new trademark applications

• Key takeaways
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We hope you’re not bored



NFTs in the News

Beeple NFT sold 

for $69 million 

Yuga Labs sells 55,000 NFTs for land in the 

future Bored Ape metaverse for $317 

million in “Ape Coin” (and $200M in 

Ethereum “gas” fees) (KYC forms required)

NBA Topshot – with Dapper Labs (of Crypto 

Kitties) created its own blockchain 

Jack Dorsey’s NFT of his first tweet sold for 

$2.9 million

$130,000 paid for a pair of virtual Nike 

sneakers 

NYT (and other) articles
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Why Did Someone Pay $560,000 for a Picture of My Column? -
The New York Times (nytimes.com)

“… the NFT was just a cryptographic signature linked to an 
image of a column that anyone could read on The Times’s 
website, albeit with a few bonus perks …”
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https://www.nytimes.com/2021/03/26/technology/nft-sale.html
https://www.nytimes.com/2021/03/26/technology/nft-sale.html
https://www.nytimes.com/2021/03/30/arts/design/nft-bubble.html
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SUMMARY DETAILS

What Are Non-Fungible 
Tokens (NFTs)?

Quiznos, in collaboration with Crypto.com 
and The NFT Agency, announced the launch 
of a series of non-fungible tokens

The NFT is a small amount of code on a blockchain and creates/represents a unique “token” 
associated with some content (like a receipt in your wallet for a purchase you made may be 
considered unique because it applies to your purchase only)

NFTs are considered “nonfungible” because each one is “distinguishable” and ownership of 
each one can be tracked separately on a blockchain

Minting is the creation of tokens (one or many) linked to digital content

Ethereum is often used for NFTs because it is both a cryptocurrency and a software platform 
that can support blockchain applications (smart contracts)

NFTs link to a site that hosts the underlying digital content; generally, the underlying content is 
not itself stored on any blockchain

NFTs are often offered as “collections” (e.g., between 5,000 and 10,000 variations of similar 
design.) This encourages communities of owners and a form of “membership”
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More About NFTs

Digital wallets store crypto 
to buy NFTs and pay “gas” 
NFT transaction fees, and 

serve as an address to 
receive and store NFTs

NFTs may have value if 
they are perceived to be 
scarce/rare (e.g., limited 

editions)

NFTs may have value if 
they are tied to real-world 

goods or events

NFTs are not the 
intellectual property 

(IP) rights in the 
content associated with 

the NFT

Like purchases of tangible 
art, NFTs generally do not 

transfer IP ownership 
rights

IP rights granted: typically, 
a limited right to display 

Some NFT sellers do 
license (commercial) 

copyright rights beyond 
display

NFT sales allow for future 
royalties to original creator 
of NFT (this is a big reason 
why artists and musicians 
are excited about NFTs) 
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Choosing a Platform / Marketplace

Various NFT platforms / marketplaces to choose from

 Sports memorabilia

 Artwork

 Gaming

 Celebrities

 Music

 Collectibles

 Tokens / cryptocurrencies

 Open or closed platform

 Blockchain

 OpenSea
 Mintable
 Axie Marketplace
 NBA Top Shot
 Nifty Gateway
 Rarible
 SuperRare

ExamplesTechInterests
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More Examples of NFT Marketplace Contractual 
Provisions
• Content

– The NFT does not grant you any copyright interest in the associated content and the author, artist or other copyright holder of the content reserves all copyrights in 
the content, including but not limited to the right to reproduce, to prepare derivative works, to display, to perform, or to distribute the content. 

– Platform does not grant any rights in the content, including, without limitation, any rights to make commercial use of the underlying content by, including but not 
limited to, selling copies or derivative works of the content. Any subsequent transfer, dispossession, burning, or other relinquishment of an NFT will immediately 
terminate the former owner’s rights and interest in the NFT. Ownership is mediated entirely by the blockchain network on which the associated NFT smart contract 
is published. 

• Copy/Modify/Use/Store/Display

– Twitter Example: “solely for your personal, non-commercial purposes”

– Mattel Example: “If you acquire a Hot Wheels Collectible, Mattel hereby grants to You, for so long as You own the Hot Wheels 
Collectable (as recorded on the relevant blockchain), a non-exclusive, nonsublicensable, royalty-free license to use, copy, and 
display the Hot Wheels Art linked with Your purchased Hot Wheels Collectible solely for the following purposes: (i) for Your own 
personal, non-commercial use, including to create one back-up copy of the Hot Wheels Art and a single physical print out of the 
Hot Wheels Art, each to be retained only for so long as You own the associated Hot Wheels Collectible; and (ii) efforts to sell or 
otherwise transfer the associated Hot Wheels Collectible consistent with the ownership of it (e.g., posting the Hot Wheels Art on 
a sales listing on an NFT marketplace). The license in the prior sentence is non-transferrable, except that it will automatically 
transfer in connection with the transfer of the Hot Wheels Collectible.”

• Blockchain disclaimers

– NFTs exist only by virtue of the ownership record maintained in the associated blockchain (e.g., Ethereum network). Any transfers or sales occur on the associated 
blockchain (e.g., Ethereum). We cannot affect or otherwise control the transfer of title or right in any NFTs or underlying or associated content or items.

– We are not responsible for losses due to blockchains or any other features of any blockchain or distributed ledger or any electronic wallet, including but not limited 
to late report by developers or representatives (or no report at all) of any issues with the blockchain supporting any third-party network, including forks, technical 
node issues, or any other issues having fund losses as a result.

– We have no control over and make no guarantees or promises with respect to the functioning of any blockchain or any blockchain-based smart contracts.
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NBA Topshot Teamed with Dapper Labs Axie Infinity Online Game

Bored Ape Yacht Club Yuga Labs CryptoPunks – Larva Labs CryptoKitties – Dapper Labs
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You Can Create Your Own Site to Sell NFTs
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IP Disputes and NFTs

• Attempt to auction an NFT related to Jay-Z’s 1996 debut album Reasonable Doubt

• DC Comics and artists

• Dune manuscript

• Jean-Michel Basquiat / Harvey Weinstein drawings

• PULP FICTION screenplay

• Nike v. StockX

• Hermès BIRKIN vs. Mason Rothschild’s MetaBirkins

• Buyer of “Pepe the frog” NFT files $500k lawsuit

• Split among Caked Apes artists in dueling lawsuits
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Virtual 
Trademarks

Panera Bread recently filed an application for the mark PANERAVERSE for 
virtual food and beverage items for use in virtual restaurants and cafes

McDonald’s has filed trademark applications for virtual restaurants and 
food delivery in the metaverse

Nike has filed US and foreign trademark applications for virtual goods

Mastercard has filed 15 NFT and metaverse trademark applications with 
the US Patent and Trademark Office (USPTO)
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Mattel Inc., Marvel Characters Inc., and The Andy Warhol Foundation for 
the Visual Arts, Inc. are among trademark owners that have made 

trademark filings regarding NFT brands 

More than 3,500 trademark applications have been filed at the 
USPTO for NFTs; of these only 15 have registered so far and 
those were for NFT related services as opposed to NFTs as a 

good



• “[A] 3D experience that can utilize 

augmented reality (AR), virtual reality 

(VR), and persistent connections to 

create an immersive world.”

• Tom Wheeler, The metachallenges of the 

metaverse, BROOKINGS (Sept. 30, 

2021), https://www.brookings.edu/blog/tec

htank/2021/09/30/the-metachallenges-of-

the-metaverse/. 

• Examples: Meta’s Oculus VR headsets, 

Microsoft HoloLens AR goggles and 

other VR and AR products.

• Watch: 

https://www.youtube.com/watch?v=v

stZcYVzLgc

What Is the 
Metaverse?
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https://www.youtube.com/watch?v=vstZcYVzLgc
https://www.youtube.com/watch?v=vstZcYVzLgc


Where Things Stand Today …

• The metaverse is increasingly popular—
and an increasingly popular topic of 
conversation.

• More than 32,900,000 news articles 
about the metaverse on Google as of 
March 1, 2022.

• Companies of all sizes are entering the 
space.

• According to market research firm 
Strategy Analytics Inc., the global 
metaverse market is expected to reach 
$280 billion by 2025.
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Where Things Stand Today … with Trademarks
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Why Does This Matter from a Trademark Perspective?

• There are many 
opportunities for branding 
in the metaverse. 

• An avatar in the metaverse 
could wear branded 
clothes, eat at a branded 
restaurant, and buy 
branded household goods. 
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Why Does This Matter from a Trademark Perspective?

• Brands are leaning in: 
https://www.youtube.com/watch?v=
5fN4wF2BZok. 

• A digital-only Gucci bag sold for 
$4,115 on Roblox. The same purse 
costs $3,400 “IRL.”
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https://www.youtube.com/watch?v=5fN4wF2BZok
https://www.youtube.com/watch?v=5fN4wF2BZok


How Did This Metaverse Trademark Boom Start?

1. Announcement of name change from 
Facebook to Meta (Oct. 28, 2021).

• Increasing interest in what “meta” referred to.

2. Nike had several filings in October 2021 
before its “Roblox-hosted Nikeland
experience” metaverse event.
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Possibly from 
two key events 
in late 2021:
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Examples:

Urban Outfitters

Converse

Canada Goose

Abercrombie

Alice + Olivia

Tahari

Nanette Lepore

Banana Republic 

Madewell

Athleta

Bebe

Limited Too

Justice

Hurley

DKNY

Retail and apparel 
brands have been 
early movers
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BUT NOT ONLY RETAIL 
AND APPAREL BRANDS
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MULTI-GRAMMY 
AWARD-WINNING 
ARTIST HARRY 
CONNICK JR. 
LAUNCHES 
METAVERSE 
COMMUNITY THE 
NEUTRAL GROUND 
(prnewswire.com)

Some even 
launching their 
own metaverse 
communities:
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https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html
https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html
https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html
https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html
https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html
https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html
https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html
https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html
https://www.prnewswire.com/news-releases/multi-grammy-award-winning-artist-harry-connick-jr-launches-metaverse-community-the-neutral-ground-301500476.html


Recent Success for Our Client, Urban Outfitters

Marks that have been allowed in connection with downloadable virtual goods:

– URBAN OUTFITTERS 

– FREE PEOPLE 

– FP MOVEMENT

– ANTHROPOLOGIE

– NUULY
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Uncertainty with Trademark-Metaverse Landscape

• Lack of uniformity in filing classes

– In the United States, many companies have preliminarily filed in classes 9, 35, or 41, 
and some in 42.

– Possible blanket/hedging approach to see what sticks.

• Not clear how these applications will be treated.

– Although Urban Outfitter language seems to have worked!

30



Uncertainty with Trademark-Metaverse Landscape

• Secondary meaning – in real world or digital world?

– If a mark has acquired distinctiveness outside the metaverse, that is almost certainly 
enough to claim secondary meaning in the metaverse.

• Differences in jurisdictions: China is denying outright all applications for 
metaverse-related goods and services.

– Counsel has generally suggested filing for computer software, VR game software, digital 
advertising services, and other more “traditional” goods and services until the ID Manual 
is updated to reflect metaverse-type filings.

– However, applications by big-name players, such as Alibaba, are still pending.
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Uncertainty with Trademark-Metaverse Landscape

Jurisdictional considerations:

• Where does “use in commerce” fall in the metaverse? 

– Where the brand owner is? Everywhere?

• Where do you file applications?

– Will there be a metaverse Trademark Office?

• Where do you bring lawsuits against infringement in the metaverse?
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The More Things Change …

• Infringement:

– Ultimately, if you have protection for goods and services in the real world, you will likely 
be covered in the metaverse. 

– A number of unauthorized third parties have rushed to file for famous brand names in 
the metaverse. It’s unlikely they’re going to be successful (at least in the US and other 
non-class specific countries…).

• Descriptiveness: If companies use “metaverse” in the mark itself, they likely will 
have to disclaim the term as descriptive.

– 30+ applications using this term covering goods/services containing “downloadable 
virtual goods” are pending.
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Advice

For brands that will be active in the 
metaverse, or promoting and selling 
digital goods (i.e., high-end, retail, 
gaming, and entertainment brands), it 
makes sense to consider new filings.

Otherwise, this may be a good 
opportunity to review trademark 
portfolios to ensure that you have 
adequate breadth of protection to cover 
these issues. 
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Key Takeaways

• Ensure that you own or have all rights to your own NFTs

• Consider making US and international trademark filings to cover your NFT and 
metaverse plans

• Consider how you will mint your NFTs (and how many), and whether you will sell 
them, give them away, or have an auction

• Decide whether you will use an established NFT marketplace or set up a specialized 
website to “drop” your NFTs

• Consider how you will coordinate your NFT promotion and metaverse presence with 
your social media campaigns 

• Consider how “gas” (network fees) might affect your blockchain activities

• Be aware that third parties might mint infringing versions of your NFTs and/or use 
your trademarks and copyrights to promote their NFTs
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Questions?
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Our Global Reach

Our Locations

Africa 

Asia Pacific

Europe

Latin America

Middle East

North America

Abu Dhabi

Almaty

Beijing*

Boston

Brussels

Century City

Chicago

Dallas

Dubai

Frankfurt 

Hartford

Hong Kong*

Houston

London

Los Angeles

Miami

New York

Nur-Sultan

Orange County

Paris 

Philadelphia

Pittsburgh

Princeton

San Francisco

Shanghai*

Silicon Valley

Singapore*

Tokyo

Washington, DC

Wilmington

Our Beijing and Shanghai offices operate as representative offices of Morgan, Lewis & Bockius LLP. In Hong Kong, Morgan, Lewis & Bockius is a separate 
Hong Kong general partnership registered with The Law Society of Hong Kong. Morgan Lewis Stamford LLC is a Singapore law corporation affiliated with 
Morgan, Lewis & Bockius LLP.
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