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NTP, Inc. v. Research in Motion, Ltd. (Fed. Cir. 2005)

Concerning the system claims, the Court applied
the principles of Decca and averred that “use of
a claimed system under section 271(a) is
the place at which the system as a whole
is put into action of service, /.e., the place
where control of the system is exercised
and beneficial use of the system is
obtained.” The Court found that the BlackBerry
Relay located in Canada did not control the
system and, thus, “use” of the system as a
whole was not in Canada.
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NTP, Inc. v. Research in Motion, Ltd. (Fed. Cir. 2005)

Regarding the asserted method claims,
however, the Court held that “a process
cannot be used ‘within’ the United
States as required by section 271(a)
unless each of the steps is performed
within this country.” According to the
Court, “use” of a patented method for
purposes of section 271(a) is “fundamentally
different” from that for a patented system or
device.
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Fuji Photo Film Co. v. Jazz Photo Corp. (Fed. Cir. 2005)
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Fuji Photo Film Co. v. Jazz Photo Corp. (Fed. Cir. 2005)

In order to invoke the U.S. patent exhaustion doctrine,
an authorized first sale must occur in the United States
under a U.S. patent.

— [A] patentee’s authorization of an international first sale
‘outside the United States] does not affect exhaustion of that
patentee’s rights in the United States.

— Foreign sales can never occur under a United States patent
because the United States patent system does not provide for
extraterritorial effect.
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Westerngeco LLC v. Ion Geophysical Corp. (2018)

35 U.S. Code §271(f)

(2) Whoever without authority supplies or causes to be supplied in or
from the United States any component of a patented invention that
is especially made or especially adapted for use in the invention and not
a staple article or commodity of commerce suitable for substantial
noninfringing use, where such component is uncombined in whole or in
part, knowing that such component is so made or adapted and
intending that such component will be combined outside of the
United States in a manner that would infringe the patent if such
combination occurred within the United States, shall be liable as
an infringer.
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Westerngeco LLC v. Ion Geophysical Corp. (2018)

» WesternGeco produced a marine exploration
system used to search for oil and gas on the
seafloor.

» The system features a sensor cable that is /%\
moved around the vessel so that it does not 7 U
become tangled when being pulled around by O—Q—?{) 2@
the vessel.

« lon manufactures and sells system products O Q O Ogi
controlling the movement of sensor cables. (5 1

- District Court finds infringement under 35 O 0O 0O Cs
U.S.C. 271(f)(2), but CAFC denied lost profit FIG. 1

damages.
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Westerngeco LLC v. Ion Geophysical Corp. (2018)

Issue

May lost profits be calculated from conduct "outside" the U.S. in infringement
under 35 U.S.C. 271(f)(2)?

SCOTUS

If the patentee proves infringement under 271 (f)(2), USC 284 coverage includes
lost profits in a foreign country. (ION's "events occurring abroad are merely
incidental to patent infringement.")

35 U.S. Code §271(f)

(2) Whoever without authority supplies or causes to be supplied in or from
the United States any component of a patented invention...
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Syngenta Crop Protection, LLC v. Willowood, LLC (2019)

35 U.S. Code §271(q)

Whoever without authority imports into the United States or
offers to sell, sells, or uses within the United States a
product which is made by a process patented in the
United States shall be liable as an infringer, if the
importation, offer to sell, sale, or use of the product occurs
during the term of such process patent...
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Syngenta Crop Protection, LLC v. Willowood, LLC (2019)

Willowood sells Azoxy 2SC and AzoxyProp (57] ABSTRACT

Xtra, fungicides containing azoxystrobin as A process for the preparing agrochemical intermediates of
an active ingredient, in the U.S. —

(as generic versions of Syngenta's )
fungicides QUADRIS and QUILT XCEL) ) X N

W

wherein W is (CH40) CH.CHCO.CH, or
CH,O.CH=CC0,CH,; Z' is a halogen atom; and R', R",
R* and R" are independently hydrogen, halogen, C, , alkyl,
. alkoxy, accloxy or acyl; the process comprising Lhe

sleps ol
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Syngenta Crop Protection, LLC v. Willowood, LLC (2019)

! | S_ales of
Single Entity ; Willowood | Final Product
Rule g LLC ]
Tai He .| Willowood Imiport | Willowood
Chemical Purcr:1ase China | USA
Manufacture |
of
Azoxystrobin
China Hong Kong | Us
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Syngenta Crop Protection, LLC v. Willowood, LLC (2019)

Federal Circuit

This lan ua7ge makes clear that the acts that give rise to liability
under S 271(g) are the importation, offer for sale, sale, or use
within this country of a product that was made by a process
patented in the United States. Nothing in this statutory language
suggests that liability arises from practicing the patented process
abroad. Rather, the focus is only on acts with respect to products
resulting from the patented process. Thus, because the statutory
language as a whole is clear that practicing a patented process
abroad cannot create liability under §271(g), whether that
process is practiced by a single entity is immaterial to the
infringement analysis under that section.
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