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Webinar開始の前に
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技術的なサポートが必要な場合
• Webex ヘルプセンターをご参照ください

https://help.webex.com/ja-jp

• 音声が聞こえない場合
https://help.webex.com/ja-jp/article/ela6i8/ミーティングまたはウェ
ビナーに参加する前に音声とビデオの設定を選択する#id_138213

• 上記で解決できない場合は、貴社ＩＴ部門にお問い合わせください

音声について
• コンピューターの音声を使用：ヘッドセットまたはスピーカ
ーを装着したコンピューターを使用します。 これは、デフォ
ルトの音声接続タイプです。

• ヘッドセット、スピーカー、およびマイクを変更することがで
きます。

• コール ミー：電話を受け取る電話番号を入力または選
択します。ウェビナー通話する必要があります。

• コールイン：電話からウェビナーに参加。 国際コールイン
番号は「Show all global call-in numbers」をご確認
ください。

• 音声に接続しない：ウェビナーをコンピュータまたは電話
から選択します。 次を実行している場合は、このオプショ
ンを使用します。コンテンツを共有するためにコンピュータ
を使用する必要があります。

ご質問がある場合
チャットよ
りご質問
を送信し
てください

CLE
NY/CA/IL の弁護士資格をお
持ちの方でCLEクレジットを取得
する場合は、Webinar終了後
のアンケートで、最後にお伝えす
る「Alphanumeric Code」 の
入力が必要となります

https://help.webex.com/ja-jp
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PRIVILEGE 
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(b) DISCOVERY SCOPE AND LIMITS.
(1) Scope in General. Unless otherwise limited by court order, the scope of 
discovery is as follows: 

Parties may obtain discovery regarding any nonprivileged matter that is 
relevant to any party's claim or defense and proportional to the needs 
of the case, considering the importance of the issues at stake in the action, the 
amount in controversy, the parties’ relative access to relevant information, the 
parties’ resources, the importance of the discovery in resolving the issues, and 
whether the burden or expense of the proposed discovery outweighs its likely 
benefit. Information within this scope of discovery need not be admissible in 
evidence to be discoverable.
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FRCP Rule 26. Duty to Disclose; 
General Provisions Governing Discovery



Basic Policy

• By assuring confidentiality, the privilege encourages clients to make "full 
and frank" disclosures to their attorneys, who are then better able to 
provide candid advice and effective representation, “thereby promote 
broader public interests in the observance of law and administration of 
justice.” 

• Privilege is an evidentiary matter rather than duty of confidentiality. 
The privilege only protects communications reflecting a request for or a 
provision of legal advice, but “does not protect disclosure of facts”

- Upjohn Co. v. U.S., 449 U.S. 383 (1981) 
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Attorney Client Privilege

Restatement of the Law  Governing Lawyers
(i) A communication; 
(ii) made between privileged persons; 
(ii) in confidence; 
(iii)for the purpose of seeking, obtaining or providing legal 

assistance to the client
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What is “CONFIDENTIALITY”?

“Need to Know” Test
• “The key concept here is need to know. While involvement of an 

unnecessary third person in attorney-client communications 
destroys confidentiality, involvement of third persons to whom 
disclosure is reasonably necessary to further the purpose of 
the legal consultation preserves confidentiality of communication.” 
– U.S. v. United Shoe Machinery Corp., 391 U.S. 244 (1968)
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Bengoshi/Benrishi Privilege
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Amendment of Code of Civil Procedure (1998)
第百九十七条 次に掲げる場合には、証人は、証言を拒むことができる。

二 医師、歯科医師、薬剤師、医薬品販売業者、助産師、弁護士（外国法事務弁護士を含む。）、
弁理士、弁護人、公証人、宗教、祈祷若しくは祭祀の職にある者又はこれらの職にあった者
が職務上知り得た事実で黙秘すべきものについて尋問を受ける場合

第二百二十条 次に掲げる場合には、文書の所持者は、その提出を拒むことができない。

四 前三号に掲げる場合のほか、文書が次に掲げるもののいずれにも該当しないとき。

ハ 第百九十七条第一項第二号に規定する事実又は同項第三号に規定する事項で、黙秘の義
務が免除されていないものが記載されている文書



In re Queen’s Univ. at Kingston (Fed. Cir. 2017)
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• We find, consistent with Rule 501 of the Federal Rules of Evidence, 
that a patent-agent privilege is justified “in the light of reason 
and experience.” 

• We therefore recognize a patent-agent privilege extending to 
communications with non-attorney patent agents when those agents 
are acting within the agent’s authorized practice of law before 
the Patent Office.
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WORK PRODUCT DOCTRINE
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26(b)(3) Trial Preparation: Materials.
(A) Documents and Tangible Things. Ordinarily, a party may not 
discover documents and tangible things that are prepared in 
anticipation of litigation or for trial by or for another party or its 
representative (including the other party's attorney, consultant, 
surety, indemnitor, insurer, or agent). But, subject to Rule 26(b)(4), 
those materials may be discovered if:

(i) they are otherwise discoverable under Rule 26(b)(1); and
(ii) the party shows that it has substantial need for the materials to prepare its 

case and cannot, without undue hardship, obtain their substantial 
equivalent by other means.
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Work Product Doctrine



Work Product Doctrine

• Ordinarily, a party may not discover documents and tangible things of 
another party that are prepared in anticipation of impending or 
ongoing litigation

• Materials are otherwise discoverable under Rule 26(b)(2); [if] it has 
substantial need for the materials to prepare its case; and cannot, 
without undue hardship, obtain their substantial equivalent by other 
means. 

• Court “must protect against disclosure of the mental impressions, 
conclusions, opinions, or legal theories of a party’s attorney or 
other representative concerning the litigation.”
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Work Product Doctrine

• Treat any documents prepared in anticipation of litigation or for 
trial involving “Attorneys” as Work Products 

• Documents prepared in-house under instructions by “Attorneys” 
prepared in anticipation of litigation or for trial may also qualify 
as Work Products, as long as the Confidentiality is not waived

• Make sure to evidence involvement or instructions of “Attorneys” 
in order to later claim application of Work Product Doctrine
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DOCUMENT REVIEW

14



Document Review



Document Review
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1. Viewer tabs

2. Viewer 

6. Persistent Highlight card



Privilege and Confidential Mark
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• Mark itself does not have imminent legal effect

• Mark will be useful to extract potential privileged 
documents

• Mark may be used to show the party’s intent to 
protect as privileged document



Document Review
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3. Navigation

4. Coding card



Document Review
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• Responsive Review
– Determine based on the Scope of 

Request for Production (“RFP”) of 
documents received from opposing
party 

• Privilege Review
– Determine based on Involvement 

of legal counsel

• Confidentiality Review
– Determine based on Confidentiality

of the document and Protective 
Order



Privilege Review
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Privilege Review
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Practical Tip

• Be mindful how your document may be protected under 
privilege and how it may be listed on the Privilge Log

• Get an US attorney involved as soon as there is a 
possibility the conflict may escalate into litigation

• Involvement of US attorney on daily basis (where litigation 
is imminent) may be useful in securing privilege by 
establishing Attorney-Agent relationship  

• Involve Benrishi employee in the process as much as 
possible
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Designing FTO Policies
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What does an ideal FTO look like to minimize the risk?
a) Perform prior art search on products under R&D and identify relevant claims 

b) Perform detailed non-infringement and invalidity analysis on the relevant claims 
involving attorneys (A-C Privilege)

c) Obtain attorney opinions of non-infringement and invalidity on the relevant 
claims (willful infringement)

d) Consider design around options on the relevant claims

e) Consider obtaining a license on the relevant claims



Designing FTO
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Perform detailed non-infringement and invalidity analysis on 
the relevant claims involving attorneys (a-c privilege)
 Schedule annual or semi-annual meeting with attorneys where the 

non-infringement and invalidity analysis are reported.
The analysis and reports may be covered by Attorney-

Client Privilege
Inputs from attorneys would serve to improve the analysis 
Judgement could be made together with the attorney as to which 

relevant patent should be further analyzed (i.e. attorney opinion)
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ANNOUNCEMENTS
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Patent Litigation Bootcamp: Better Safe than Sorry 2023

2023年10月開講予定の全6回の参加型セミナー（定員20名）

10月： Pleading / Scheduling Conference
11月： Contentions / IPR / Motion to Stay
12月： Discovery / Deposition Role Play
01月： Markman Hearing 
02月： Dispositive Motions / Pretrial Motions
03月： Jury Trial Role Play / Appeal
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Your CLE Credit Information

For ALL attorneys seeking CLE credit for 
attending this webinar, please write down the 
alphanumeric code on the right >>

Kindly insert this code in the pop-up survey
that will appear in a new browser tab after you 
exit out of this webinar.

WAZ9876
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IP Webinar Series: Better Safe than Sorry 2023

No. 1: Important IP Cases (2023.01.23)

No. 2: Preamble (2023.03.13)

No. 3: A-C Privilege (2023.05.22)

No. 4: Means Plus Function (2023.07.24)

No. 5: Extraterritorial Activity (2023.09.25)

No. 6: US Litigation Basics (2023.11.20)
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