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FRCP Rule 26. Duty to Disclose;

General Provisions Governing Discovery

(b) DISCOVERY SCOPE AND LIMITS.

(1) Scope in General. Unless otherwise limited by court order, the scope of
discovery is as follows:

Parties may obtain discovery regarding any nonprivileged matter that is
relevant to any party's claim or defense and proportional to the needs
of the case, considering the importance of the issues at stake in the action, the
amount in controversy, the parties’ relative access to relevant information, the
parties’ resources, the importance of the discovery in resolving the issues, and
whether the burden or expense of the proposed discovery outweighs its likely
benefit. Information within this scope of discovery need not be admissible in
evidence to be discoverable.
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Basic Policy

e By assuring confidentiality, the privilege encourages clients to make "full
and frank" disclosures to their attorneys, who are then better able to
provide candid advice and effective representation, “thereby promote
broader public interests in the observance of law and administration of
justice.”

e Privilege is an evidentiary matter rather than duty of confidentiality.
The privilege only protects communications reflecting a request for or a
provision of legal advice, but “does not protect disclosure of facts”

- Upjohn Co. v. U.S., 449 U.S. 383 (1981)
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Attorney Client Privilege

Restatement of the Law Governing Lawyers
(i) A communication;

(ii) made between privileged persons;

(ii) in confidence;

(iii)for the purpose of seeking, obtaining or providing legal
assistance to the client
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What is "CONFIDENTIALITY"?

“Need to Know” Test

e "The key concept here is need to know. While involvement of an
unnecessary third person in attorney-client communications
destroys confidentiality, involvement of third persons to whom
disclosure is reasonably necessary to further the purpose of
the legal consultation preserves confidentiality of communication.’

— U.S. v. United Shoe Machinery Corp., 391 U.S. 244 (1968)
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Bengoshi/Benrishi Privilege

Amendment of Code of Civil Procedure (1998)
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In re Queen’s Univ. at Kingston (Fed. Cir. 2017)

e We find, consistent with Rule 501 of the Federal Rules of Evidence,
that a patent-agent privilege is justified “in the light of reason
and experience.”

o We therefore recognize a patent-agent privilege extending to
communications with non-attorney patent agents when those agents
are acting within the agent’s authorized practice of law before
the Patent Office.
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Work Product Doctrine

26(b)(3) Trial Preparation: Materials.

(A) Documents and Tangible Things. Ordinarily, a party may not
discover documents and tangible things that are prepared in
anticipation of litigation or for trial by or for another party or its
representative (including the other party's attorney, consultant,
surety, indemnitor, insurer, or agent). But, subject to Rule 26(b)(4),
those materials may be discovered if:

(i) they are otherwise discoverable under Rule 26(b)(1); and

(ii) the party shows that it has substantial need for the materials to prepare its
case and cannot, without undue hardship, obtain their substantial
equivalent by other means.

Morgan Lewis (1)



Work Product Doctrine

e Ordinarily, a party may not discover documents and tangible things of
another party that are prepared in anticipation of impending or
ongoing litigation

o Materials are otherwise discoverable under Rule 26(b)(2); [if] it has
substantial need for the materials to prepare its case; and cannot,
without undue hardship, obtain their substantial equivalent by other
means.

e Court "must protect against disclosure of the mental impressions,
conclusions, opinions, or legal theories of a party’s attorney or
other representative concerning the litigation.”
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Work Product Doctrine

e Treat any documents prepared in anticipation of litigation or for
trial involving “Attorneys” as Work Products

e Documents prepared in-house under instructions by “Attorneys”
prepared in anticipation of litigation or for trial may also qualify
as Work Products, as long as the Confidentiality is not waived

e Make sure to evidence involvement or instructions of “Attorneys”
in order to later claim application of Work Product Doctrine
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The Washingten bureau will bring us more on the EPA decision to recommend changes to the nation's fusl specifications on Thursday.
Washington Bureau Chief Peter Cook says the proposal to reduce the number of boutique fuels across the country wil likely draw mixed reaction

We'll have the latest on [EHEY legislation from the Senate. There continues to be mixed signals coming from both parties on the likelihood of a
deal that could pave the way for a comprehensive Bi@IG bill to reach the floor

Also in Washington, a long list of ERERSH influentials will speak at the Alliance to Save ERERGH's Summit on ERERGH Cficiency. EREIGH Secretary
Spencer Abraham, Senate Efi@ig§ Committee Chairman Jeff Bingaman and S. David Freeman, the Chairman of California’s new state SIS
autherity are among the scheduled participants. We'll have coverage of the Summit from the Washington bureau on Thursday.

Housten has long been called the BfEHgH capital of the world and downtown Houston has always been considered the BRBIgH corridor Now the
Woodlands, a community located north of Houston, is staking its claim as the next Eili8igl corridor of the area. On Thursday the Woodlands
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the Houston bureau tomorrow.
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Privilege and Confidential Mark

e Mark itself does not have imminent legal effect

Confidential Document e Mark will be useful to extract potential privileged
Attorney-Client Privilege documents

e Mark may be used to show the party’s intent to
protect as privileged document
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Document Review

e Responsive Review

Coding Layout : — Determine based on the Scope of
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yr—— documents received from opposing
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e Privilege Review
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—o of legal counsel
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- — Determine based on Confidentiality
/ Coniich of the document and Protective
Order
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Privilege Review
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Privilege Review

UNITED STATES OF
Row Privilege AMERICA ET AL V. SFET
# Description Date Pgs | Int/RFP Asserted AL PRIVILEGE LOG
Box 1 of zone
litigation file for | 10/30/06 Prepared in USARIGSBY00000114PRIV
Mclntosh claim | - anticipation -
1 - 24-z178-602 04/09 2467 | RFP 01 | of litigation USARIGSBY0O0002580PRIV
Box 2 of zone
litigation file for | 10/30/06 Prepared in USARIGSBY00002581PRIV
Mclntosh claim | - anticipation -
2 - 24-z178-602 04/09 2728 | RFP 01 | of litigation USARIGSBY0O0005308PRIV
Box 3 of zone
litigation file for | 10/30/06 Prepared in USARIGSBY00005309PRIV
Mcintosh claim | - anticipation -
% - 24-z178-602 04/09 2766 | RFP 01 | of litigation USARIGSBY0000807 4PRIV
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Practical Tip

e Be mindful how your document may be protected under
privilege and how it may be listed on the Privilge Log

e Get an US attorney involved as soon as there is a
possibility the conflict may escalate into litigation

e Involvement of US attorney on daily basis (where litigation
is imminent) may be useful in securing privilege by
establishing Attorney-Agent relationship

e Involve Benrishi employee in the process as much as
possible

Morgan Lewis (22]



Designing FTO Policies

What does an ideal FTO look like to minimize the risk?

a) Perform prior art search on products under R&D and identify relevant claims

b) Perform detailed non-infringement and invalidity analysis on the relevant claims
involving attorneys (A-C Privilege)

c) Obtain attorney opinions of non-infringement and invalidity on the relevant
claims (willful infringement)

d) Consider design around options on the relevant claims

e) Consider obtaining a license on the relevant claims

Morgan Lewis (23]



Designing FTO

Perform detailed non-infringement and invalidity analysis on
the relevant claims involving attorneys (a-c privilege)

v Schedule annual or semi-annual meeting with attorneys where the
non-infringement and invalidity analysis are reported.

“The analysis and reports may be covered by Attorney-
Client Privilege

“+Inputs from attorneys would serve to improve the analysis

“+Judgement could be made together with the attorney as to which
relevant patent should be further analyzed (i.e. attorney opinion)

Morgan Lewis (24)



Moirgan Lewis

ANNOUNC




\ ]
j'll \ l‘k. WL &)

Special Interview

FEORE TR M2 H AR R i T

HAY 2023

TI-I!E I N YENTILON

(5) T=F-FENTVEVRSERAL A0S

[EERERLY HiL, ASARIFEERL T3 L84 2t
HIFME LA EOF A€y o=k Tv=Fr¥8h
Tode B TR S h TS WA TRITHE K14 L Tl
FAULIED - PN N0t £ OBIEE WA LRIz,
i A R AR SRR L T S AT S
BRI IRIFRI A0 = ki s |

FECAFCHMARF L850, MPIiTHES 201 2 MR
FATRIEH #1007 — % > o RPGRE ¢ IR L T H0mE
WM& S B4t v —4 > 2 SR T ALIRIFLS
RAEATUAERES DI ENRBELDET.

o e 0, v—% v YR\ALTEHIMELTE >
O THET & 2 BT T, WITmRER. ECa0
EIRFCIRIRHEE & L 12207 4 £ 2 L — AR O
& Tkl L. IR (Bov—%
YYERTOLOERY) SR AR EIET,
WL ORI £ h & ha gttt s D 24,

ikl 35US Code §287(a)

k2 35US Code §286 - Time imitation on damages
“Except as otherwise provided by law. ne recovery shall be
had for any infringement commined more than six years
prior to the fling of the complaint or counterclaim for
infringement in the action”

i3 35 US Code §287(a)

k4 Global Tradfic Technalogies LLC v. Morgan. 620 Fed. Appx.
895,905 (Fed Cir. 20151

5 35US Code §287(a)

6 Mig Res Intlv. CIVAQ Smartscapes, 197 F. Supp. 3d 560
(D. Del 2019

iE7  Lubby Holdiags LLC v. Chung. 11 FAth 1355, 1350 (Fed
Cir. 2021}

iE8  hnps//mri-inceet/patents/

9 Maxwell v. J. Baker, Inc. 86 F3d 1098, 1
1996)

0 American Medical Sys. Inc. v. Medical Eng’g Corp., 6 F3d
1524, 1537 {Fed Cir. 1993)
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1 (Fed Cir.
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14 Horatio Wash Depot Techs. LLC v. Tolmar, Inc., Civil
Action No. 17-1086LPS (D, Del 2018)

15 35 US. Code §287(a)

Kl Grain Processing v. Am Maize-Froducts. 185 F3d 1341
(Fed. Cir. 19961

iEVT Arcie Car Ine, v, Bombardier Recreational Prods. Ine, 950
F3d 860 (Fed. Cir. 2000}

iE18 35 US Code §287(a )

1£19 Gart v. Lagitech. Inc. 250 F.3d 13341345 (Fed. Cir. 2001}

EM Hmodag. Inc. v. Gerrard Tire Co. 700 F2d 1578, 1581 (Fed.
Cir. 1963)
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E2 Crown Packaging Tech, Inc v. Rexam Beverage Can Ca.
498 F. Supp. 2d 18 (D, Del. 2007}

23 Crown Packaging Tech., Inc v. Rexam Beverage Can Ca,
550 F3d 1308 (Fed Cir. 2008)
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Patent Litigation Bootcamp: Better Safe than Sorry 2023

2023F10FABTEOZ6EOZMNE s F— (EE8207)

10H : Pleading / Scheduling Conference
11H : Contentions / IPR / Motion to Stay
12H : Discovery / Deposition Role Play
018 : Markman Hearing

028 : Dispositive Motions / Pretrial Motions
038 : Jury Trial Role Play / Appeal
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Your CLE Credit Information

For ALL attorneys seeking CLE credit for
attending this webinar, please write down the
alphanumeric code on the right THE CLE CODE IS:

WAZ9876

Kindly insert this code in the
that will appear in a nhew browser tab after you
exit out of this webinar.
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IP Webinar Series: Better Safe than Sorry 2023

No. 1: Important IP Cases (2023.01.23)
No. 2: Preamble (2023.03.13)

No. 3: A-C Privilege (2023.05.22)

No. 5: Extraterritorial Activity (2023.09.25)

No. 6: US Litigation Basics (2023.11.20)
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© 2023 Morgan, Lewis & Bockius LLP
© 2023 Morgan Lewis Stamford LLC
© 2023 Morgan, Lewis & Bockius UK LLP

Morgan, Lewis & Bockius UK LLP is a limited liability partnership registered in England and Wales under number OC378797 and is
a law firm authorised and regulated by the Solicitors Regulation Authority. The SRA authorisation number is 615176.

Our Beijing and Shanghai offices operate as representative offices of Morgan, Lewis & Bockius LLP. In Hong Kong, Morgan, Lewis & Bockius is a separate Hong Kong general partnership registered
with The Law Society of Hong Kong. Morgan Lewis Stamford LLC is a Singapore law corporation affiliated with Morgan, Lewis & Bockius LLP.

This material is provided for your convenience and does not constitute legal advice or create an attorney-client relationship. Prior results do not guarantee similar outcomes. Attorney Advertising.
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