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Preamble as claim limitation

Preamble Transition Body

A A A
{ |l Il \

An apparatus comprising a first element and a second element

Generally, the preamble is not used to define the scope of the invention
but rather it is the body of the claim that serves that function.

However, when the preamble is relied upon to define the claimed invention,
it will be construed as a limitation.
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Preamble as claim limitation

If the preamble recites
additional structure or steps
that are part of the invention,
the preamble may operate as a
claim limitation.

Morgan Lewis



Georgetown Rail Equip. Co. v. Holland LP, (Fed. Cir. 2017)

16. A system for inspecting a railroad track bed, including the
railroad track, to be mounted on a vehicle for movement

along the railroad track, the system comprising: ! s
_ % Dl
at least one light generator.. .; [ m— -
. . ol 85 60 &

at least one optical receiver...; and Distance |7 !;;r;gi;,g]-,_ poosing [ S
at least one processor ... the algorithm comprising the steps of: RES

(a) analyzing ...; 5“\ :

(b) determining ...; TE U] 5

(c) if a tie plate is present, determining ...; - N o [

(d) comparing...; and s

(e) determining...
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Preamble as claim limitation

When limitations in the body of the
claim rely upon and derive
antecedent basis from the preamble,
then the preamble may act as a
necessary component of the claimed
invention.
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Shoes by Firebug LLC v. Stride Rite Children’s Gr., (Fed. Cir. 2020)

1. An internally illuminated textile footwear comprises:

the illumination system being housed within the footwear...

Preamble may not be divided into separate portions
but must be read together as a whole.

The court may not give limiting effects to some
terms in the preamble but not give limiting effects to
other terms.

Morgan Lewis (7]



U7 TWICOVWTODHERE

TMISSEESI5Ph NHEED
ymurai@tmi.gr.jp

https://www.tmi.gr.jp/people/y-murai.html



mailto:ymurai@tmi.gr.jp
https://www.tmi.gr.jp/people/y-murai.html

TU7 T IOV TOHERE

BHARSFFHRRCBVWTEAERFER LT, FiIF (B4K) ORRZREISENTIVT>
JIVHFIFEN3CEnHD

BETZYAMERY TH-T [ ARIEBR MR T > T
C o BERSXEERT C o BHERDXEERY

70) « o %) . .
SERRE— TERA BRI @

(BATIZ) U Ty 7B ITEEETOLEHIZ. FKBED
WD —EEEEINDE T ELH S




JU7 > WICET 5 EKAEFUESEH)

JPYI oy L — L (BB
[5k1E 1]
TV —> 3>y 7 M EET
TEHIERTFERE.

fH1E
AN ENIF — R RIET B 3%
EFBRLEHADBERVBEE,

USE 1fIEs L — L (3E#B)
Claim]1.
An information processing

apparatus for being ---, then

being .-, and then being --- , the
apparatus comprising:
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Claiml.
An information processing apparatus,
comprising:

wherein the apparatus is being ---, then being
-+, and then being ---.
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A digit al video playing apparatus for reading a data,
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35 U.S.C.§112: Means Plus Function

35 U.S.C.5112 (f) (AIA)

(f) ELEMENT IN CLAIM FOR A COMBINATION.—An element in a claim for a
combination may be expressed as a means or step for performing a specified
function without the recital of structure, material, or acts in support thereof, and
such claim shall be construed to cover the corresponding structure, material, or
acts described in the specification and equivalents thereof.

Morgan Lewis (15)



“A screw” v. “"A means for holding together”
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"A screw” v. "A device for holding together”

NO MPE

)



The Williamson en banc Decision

Our consideration of this case has led us to conclude that such a heightened
burden is unjustified and that we should abandon characterizing as “strong”
the presumption that a limitation lacking the word "means” is not subject to
§ 112, para. 6.

The standard is whether the words of the claim are understood by
persons of ordinary skill in the art to have a sufficiently definite
meaning as the name for structure.

Williamson v. Citrix Online, LLC, (Fed. Cir. 2015)(en banc)

Morgan Lewis (18]



“A screw” v. "A module for holding together”
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Nonce Words - "nothing more than a verbal construct”

Williamson Four Other Possible Nonce Words
e Device e Apparatus Assembly

e Element e Code Component

« Module e Engine Machine

e Member Portion
e Processor  Program
e Section Software
e System Unit

e Mechanism

Morgan Lewis (20]
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Ordinary Meaning

The meaning that a person of ordinary skill in the art would give to claim
language at the effective filing date of the patent application, having
considered the intrinsic and extrinsic evidence, is the “ordinary and
accustomed meaning” of the claim terms, which is considered to be the
“objective baseline” for claim construction

Morgan Lewis (26)



Lexicographer Rule

“When a man
Knows he is to be
hanged in a
fortnight, it

concentrates his
mind wonderfully.”

Samuel Johnson
lexicographer, born September 18, 1709
[0.5. September 7, 1709]

Morgan Lewis



Ordinary Meaning

Inventors may expressly define terms differently than ordinary
meaning

Lexicographer Rule

An inventor may expressly (i.e. clearly and unambiguously) define claim
terms, even defining terms inconsistently with the ordinary meaning of
the term known to those of ordinary skill in the art.

— "When a patentee acts as his own lexicographer in redefining the
meaning of particular claim terms away from their ordinary meaning,
he must clearly express that intent in the written description.” Merck
& Co. v. Teva Pharms. USA, 395 F.3d 1364, 1370 (Fed. Cir. 2005).

Morgan Lewis (28]



Intrinsic v. Extrinsic Evidence

a2 United States Patent (o) Patent No:  US 7,469,381 B2
Ording 4%) Date of Patent: Dec. 23, 2008
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Disavowal/Disclaimer

“"The Invention” or "The Present Invention”

Descriptive embodiments used in connection with terms such as “the invention” or
“the present invention” may be used to define the scope of the claim.

Claim term “fuel injection system component” was limited to a “fuel filter”
since only “fuel filters” were disclosed as the embodiment and the specification
repeatedly described the fuel filter as “this invention” and “the present
invention.” The Federal Circuit noted that given the repeated descriptions in the
patent specification of “the invention,” the “public is entitled to take the
patentee at his word and the word was that the invention is a fuel filter.”

See Honeywell IntT Inc. v. ITT Inaus., Inc., 452 F.3d 1312 (Fed.Cir. 2006)

Morgan Lewis (30)



Dysfunctional Claims

The district court can correct an error in the claim, but may not redraft,
only if the error is evident from the face of the patent.

Two Requirements for Court Correction

(1) the correction is not subject to reasonable debate based on consideration of
the claim language and the specification

(2) trlle_ prosecution history does not suggest a different interpretation of the
claims

“heating the resulting batter-coated dough to a temperature
in the range of about 400°F to 850°F”

Heating the dough “at” that temperature range results in the desirable product
described in the specification. Even though it would be nonsensical to require heating
the dough “to” 400°F, the court refused to construe the claims otherwise, and the
Federal Circuit affirmed, which rendered the claims non-infringed.

Morgan Lewis See Chef Am., Inc. v. Lamb-Weston, Inc (Fed. Cir. 2004) @



Claim Differentiation

e The doctrine of “claim differentiation” provides that “each claim in a
patent is presumptively different in scope.”

e Claim differentiation gives rise to a rebuttable presumption for claim
construction purposes, especially when comparing the scope of an
independent claim in view of its dependent claims. If there is no
meaningful difference between an independent claim and its dependent
claim, the dependent claim becomes “superfluous.”

“[T]he presence of a dependent claim that adds a particular limitation
gives rise to a presumption that the limitation in question is not present in the
independent claim.”

See Phillips v. AWH Corp., 415 F.3d 1303, 1315 (Fed. Cir. 2005)

Morgan Lewis (32)



Realtime Data, LLC v. Iancu (Fed. Cir. 2018)

US6,597,812
1. A method for compressing input data comprising a plurality of data blocks, the

method comprising the steps of: ...

maintaining a dictionary comprising a plurality of code words, wherein
each code word in the dictionary is associated with a unique data block string; ...
and

outputting the code word representing the built data block string.

5. The method of claim 4, wherein the step of maintaining the dictionary further
comprises the step of initializing the dictionary if the number of code words
exceeds a predetermined threshold.

Morgan Lewis



Claim Differentiation

“Claim differentiation is a guide, not a rigid rule”
See Laitram Corp. v. Rexnord, Inc., 939 F.2d 1533, 1538 (Fed. Cir. 1991)

e Cannot broaden claims beyond their correct scope

o Written description and prosecution history may overcome any
presumption arising from the doctrine of claim differentiation

— patentee cannot attempt to recapture the subject matter disclaimed through
prosecution

Morgan Lewis (34)
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manufacture may obtain a patent therefor, subject
to the conditions and requirements of this title.
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35 U.S.C. 289.

Whoever “applies [a] patented design, or any colorable imitation thereof, to any article
of manufacture for the purpose of sale,” or “sells or exposes for sale any article of
manufacture to which such design or colorable imitation has been applied,” shall be

“liable to the [patent] owner to the extent of his total profit.”
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